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The Current Law of Trade-Marks and Unfair 
Competition in the United States 
Included in SHEPARD’S CITATIONS 


This publication, issued monthly, contains all current decisions 
of the law of trade-marks, trade-names and unfair competition in 
the courts of the United States, and of the several States and in 
the Washington tribunals. The text of opinions, other than 
Patent Office decisions, is given in full so far as they relate to 
trade-marks, or allied subjects, with references to the official or 
other reports, if any, in which the cases are to be found, and with 
annotations and cross references, designed to illustrate the develop- 
ment and assist in the study of this branch of the law. 

It likewise contains the text of all legislative enactments of the 
several state legislatures, and of the federal Congress, relating to 
the subject. 

Thus the publication embraces the entire body of current law 
in this important field within the United States, as announced by 
courts and legislative bodies from year to year. It includes also 
all treaties and conventions relating to trade-marks to which the 
United States is a party. Each annual volume is completed with 
an index, digest and table of cases, that makes its contents readily 
accessible for reference. To these has been added a cumulative 
table of citations covering all the cases reported in the publication 
from the beginning. This feature adds immeasurably to the useful- 
ness of the publication and to the availability of the material con- 
tained in it. 

It is intended primarily for the use of lawyers and business 
executives and is edited with a view to their needs and requirements. 
The subscription price is Six Dollars per year in the United States 
and Mexico; for other countries, add fifty cents. Subscriptions may 
begin at any time. Write for sample copy. 


A limited number of volumes for previous years can be furnished 
at the following prices: 


Brown Cloth 

Brown Buckram 

Digest, vols. 1-14, inc. (either binding) 
Digest, vols. 15-26, inc. (either binding) 
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CenturY DisTILLING CoMPANY v. ConTINENTAL DisTILLING Com- 


PANY 
United States Circuit Court of Appeals, Third Circuit 
June 380, 1939 


TrapE-Mark INFRINGEMENT—SvuIts Unper R. S. 4915—Parrties. 

In an action under R. S. 4915 brought to determine plaintiff's right 
to the registration of two trade-marks, which had been refused by the 
Commissioner of Patents, held that the lower court erred in ruling that 
the Commissioner was a necessary party, inasmuch as Section 4195 re- 
quires the Commissioner to be served with a copy of the bill only where 
there is no opposing party, and the defendant in the present case had 
duly filed opposition to the registration of the marks in question. 

Trape-MarkK INFRINGEMENT—“DrxIANa” anp “Dixie Dew,” ann “Drxie 
Bette” ano “Dixre Beau”—Conruicrine Marks. 

The words “Dixiana” and “Dixie Dew” held to be confusingly similar 
to the words “Dixie Belle” and “Dixie Beau,” all the marks being used 
on distilled liquors. 

Trape-Mark INFRINGEMENT—StTatTE Laws, PENNSYLVANIA—J URISDICTION. 

In the case at issue, inasmuch as there was no evidence of infringe- 
ment in the State of Pennsylvania, appellee held estopped to recover the 
penalties provided by Section 4, Act of June 20, 1921, Commonwealth of 
Pennsylvania. 

Trape-Mark INFRINGEMENT—J URISDICTION. 

Even though appellee’s trade-marks were infringed in Pennsylvania, 
the court below, sitting as an equity court, could not impose the penalties 
of the Pennsylvania Act. 


In equity. Appeal from a decision of the United States District 
Court, Eastern District of Pennsylvania, in an action brought under 


Section 4915 R.S. Modified and affirmed. For decision below, see 
28 T.-M. Rep. 410. 


Dechert, Smith & Clark and Francis A. Burnett, all of Phila- 
delphia,-Pa., and Val C. Guenther, of Peoria, Ill., for appel- 
lant. 

Leonard L. Kalish, Philadelphia, Pa., and Thomas G. Haight, 
of Jersey City, N. J., for appellee. 


Before Davis and Biees, Circuit Judges, and Katopner, Dis- 
trict Judge. 


Katopner, D. J.: The appellant filed a bill in equity under 
Section 4915 of the Revised Statutes to determine the right of the 
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plaintiff to the registration of two trade-marks, the registration of 
which had been refused by the Commissioner of Patents. The de- 
fendant filed an answer and a counterclaim, averring that the trade- 
marks sought to be registered by the plaintiff (“Dixiana” and 
“Dixie Dew’) infringed certain prior registered trade-marks of 
the defendant (“Dixie Belle” and “Dixie Beau’). The counter- 
claim asked for an injunction and an accounting. The court below 
dismissed the bill on the ground that the Commissioner of Patents 
was a necessary party to the suit, and that he had not been joined, 
and that therefore the court was without jurisdiction of the bill. 
Having done so, the court below then proceeded to consider the 
counterclaim. In disposing of the issues raised by the counter- 
claim, it found that there was an infringement; that there was a 
deceptive similarity between the plaintiff's trade-marks and those 
of the defendant; that there was a colorable imitation of the trade- 
marks of the defendant making for a confusing similarity. It also 
found that the defendant was entitled to an injunction and an ac- 
counting of profits and damages as prayed for in the counterclaim. 
In an interlocutory decree, the court below granted an injunction; 
ordered destruction of all of the labels, ete., of the plaintiff; referred 
the matter to a special master to make an accounting and to assess 
damages; ordered that the plaintiff pay to the defendant the amount 
of plaintiff's profits found on the accounting, together with treble 
the amount of the defendant’s damages found on the accounting; 
and, lastly, that the defendant also recover from the plaintiff the 
penalties provided by the Act of June 20, 1901, of the Common- 
wealth of Pennsylvania, P. L. 582. 


We are of the opinion that the court below erred in ruling that 


the Commissioner of Patents was a necessary party, and in dismiss- 
ing the bill of the plaintiff on that score. Section 4915 of the Re- 
vised Statutes, which controlled the proceedings, provides: “In all 
cases where there is no opposing party, a copy of the bill shall be 
served on the Commissioner.” In this case there was an opposing 
party. The defendant had filed an opposition to the registration of 
the contested trade-marks before the Examiner of Interferences in 


the Patent Office. It had continued its opposition when an appeal 
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was taken and prosecuted by the plaintiff to the Commissioner of 
Patents, who affirmed the decision of the Examiner of Interferences ; 
and it also filed an answer to the proceedings in equity under Section 
1915 before the court below. See Jn re Hammer, 300 Fed. 246, 
affirmed 6 F. [2d] 460; Graham v. Teter, 25 Fed. 555; Butler v. 
Shaw, 21 Fed. 321; The Mergenthaler Linotype Co. v. Seymour, 66 
O. G. 1811, 1894 C. D. 186; Cleveland Trust Company v. Nelson, 
et al., 51 F. [2d] 276. 

Despite our conclusion that the court below erred in dismissing 


the appellant’s bill on the failure to join the Commissioner of 


the lower court should be affirmed on the dismissal of the bill. The 
law is clear that: “A correct decision will not be disturbed because 
the court gave a wrong or insufficient reason therefor.” See Federal 
Digest, vol. 1, page 739, Sec. 854 (2). See also Gideon v. Hinds, 
et al., 288 Fed. 140, in which it was held: 

An appeal brings up the ultimate question whether the decision was 
right or wrong, and, if the result is right, it will not be disturbed because 
a wrong reason was assigned. 
See also Linde Air Products Co. v. Morse Dry Dock & Repair Co., 
246 Fed. 834. See also Vale Pennsylvania Digest, vol. 3, page 499, 
See. 854 (2), citing cases in Pennsylvania in agreement with the 
Federal decision. 
In the review of judicial proceedings the rule is settled that if the deci- 
sion below is correct, it must be affirmed, although the lower court relied 
upon a wrong ground or gave a wrong reason. Frey «& Son v. Cudahy 
Packing Co., 256 U. S. 208; United States v. American Ry. Express Co., 
265 U. S. 425; United States v. Holt State Bank, 270 U. S. 49, 56; Langness 
v. Green, 282 U.S. 531; Stelos Co. v. Hosiery Motor-Mend Corp., 295 U. S. 
237, 239; ef. United States v. Williams, 278 U. S. 255; Helvering v. Gowran, 
302 U. S. 238, 245. 
An analysis of the record in the proceedings before the Commis- 
sioner of Patents and of the proceedings before the court below 
satisfies us that the latter did not err in its conclusion on the merits 

—that is, that there was a deceptive similarity between the plaintiff's 
trade-marks and those of the defendant; that the trade-marks which 
the plaintiff used and sought to register are colorable imitations of 
the defendant’s trade-marks. The Examiner of Trade-Mark Inter- 
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ferences, and the Commissioner of Patents, on appeal, sustained the 
appellee’s oppositions, and adjudged that the appellant’s trade- 
marks were confusingly similar to the appellee’s admittedly prior 


registered trade-marks. The court below came to the same conclu- 
sion. Under Morgan v. Daniels, 158 U. S. 120, and General Talk- 
ing Pictures Corp. v. American Tri-Ergon Corp., 96 F. [2d] 800, 
the burden is on the appellant to show by clear and convincing 
evidence that the decision of the Commissioner of Patents is er- 
roneous and that appellant is entitled to register the disputed trade- 
marks. 


Upon principle and authority, therefore, it must be laid down as a rule 
that where the question decided in the Patent Office is one between contest- 
ing parties as to priority of invention, the decision there made must be ac- 
cepted as controlling upon that question of fact in any subsequent suit be- 
tween the same parties, unless the contrary is established by testimony 
which in character and amount carries thorough conviction. 

Tested by that rule, the solution of this controversy is not difficult... . 
if doubtful the decision of the Patent Office must control. ... “There is 
other testimony on both sides of this controversy. It is unnecessary to 
notice it in detail. It is enough to say that the testimony as a whole is not 
of a character or sufficient to produce a clear conviction that the Patent 
Office made a mistake in awarding priority of invention to the defendant; 
and because of that fact, and because of the rule that controls suits of this 
kind in the courts, we reverse the judgment and remand the case with in- 
structions to dismiss the bill.” (Morgan v. Daniels, supra.) 


Morgan v. Daniels involved a contest as to priority of invention 
in a patent matter but the principle is applicable to trade-marks: 
U.S. ex rel. Baldwin v. Robertson, 265 U.S. 168. 

The appellant failed to show manifest error in either of the two 
decisions of the Patent Office tribunals, nor was there evidence in 
the procedings before the lower court sufficient to overcome their 
findings. In the current appeal error was not shown in the findings 
of the court below. 

As to priority, every tribunal of the Patent Office and the District Court 
has held against Jardine. The question is one of fact which has been settled 
by the special tribunal with power to decide that question. The decision of 
the Patent Office, therefore, must be accepted as controlling unless the con- 
trary is established by testimony which in character and amount carries 
thorough conviction. Morgan v. Daniels, 153 U. S. 120, 125, 14 S. Ct. 772, 
38 L. Ed. 657. It suffices to say that there is no testimony in this record 


establishing that Jardine is prior to Berry. (Cleveland Trust Co. v. Berry, 
99 F. [2d] 517, 522. 
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In thé light of the above discussion, we therefore affirm the lower 
court’s dismissal of the appellant’s bill. See Bryson v. Clarke, 92 
F. [2d] 720; In re Percy Adamson, 92 F.[2d] 717; Emerson Elec- 
tric Mfg. Co. v. Emerson Radio and Phonograph Corp., et al., 24 
F. Supp. 481, 485 [28 T.-M. Rep. 525]. 

It is necessary, however, to modify that part of the interlocutory 
decree (paragraph 13) which grants appellee (defendant-counter- 
claimant below) the right to recover the penalties provided by Sec- 
tion 4, Act of June 20, 1901, of the Commonwealth of Pennsylvania, 
P. L. 582 (Title 73 § 6 of Purdon’s Pennsylvania Statutes ).* 

The court below was without jurisdiction to impose the penalties 
provided by Section 4. First, the record is barren of any evidence of 
infringement in the Commonwealth of Pennsylvania. ‘The statute 
provides for registration of trade-marks in Pennsylvania and for 
the imposition of penalties upon infringement of trade-marks thus 
registered. It not appearing that the appellant committed any act 
of infringement within the Commonwealth of Pennsylvania, it is 
clear that the penalties imposed by the Act cannot be recovered. 


Second, even though there were infringements of the appellee's 


trade-marks in Pennsylvania, the court below, sitting as an equity 
court, could not impose the penalties of the Pennsylvania Act. The 


appellate courts of Pennsylvania have frequently ruled that penal- 


ties under Act of 1901 cannot be imposed in an equity proceeding. 
As was stated in the case of the United Drug Co. v. Kovacs, 279 
Pa. 182, 187 [14 T.-M. Rep. 207]: 


No decree can be made for the penalties provided by the Act of 1901, 
since Section 4, which is the only authority for their assessment (P. L. 
1901, page 584-5), says that they must be “sued for in any court having 
jurisdiction of an action for a fine or penalty,” thus excluding a court of 
equity. 

We are aware that when a court of equity has once obtained jurisdic- 
tion, it will ordinarily round out the whole circle of controversy (McGowin 


1 Section 4, Act of June 20, 1901, P. L. 582, reads: “That any person or 
persons who shall hereafter wrongfully perform, or permit to be per- 
formed, any act expressly prohibited or declared unlawful by Section 3 of 
this Act, shall be subject to a penalty of two hundred dollars, to be sued 
for in any court having jurisdiction of an action for a fine or penalty, by 
any person or persons, copartnership or corporation, aggrieved in the 
matter.” 
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v. Remington, 12 Pa. 56; Hurst v. Brennen [No. 1], 239 Pa. 216), but this 
principle cannot be extended to permit, in equity, a recovery based solely 
upon a Statute, clearly specifying an entirely different jurisdiction for 
establishing the liability. 

To the same effect was the decision in the case of B. V’. D. Co. v. 
Kaufman & Baer Co., 279 Pa. 152 [14 T.-M. Rep. 203], which cites 
with approval United Drug v. Kovacs, supra. 

In Geffen v. Baltimore Markets, Inc., 325 Pa. 509, 517, the court 
said: 

We find no merit in the contention that plaintiff should have sought his 
penalties in the equitable proceeding which was brought to restrain defend- 
ant from further violation. The principle that equity, once jurisdiction is 
obtained, will grant full relief, does not extend to recovery of the statutory 
penalty, because the Act itself provides that the suit must be brought “in 
any court having jurisdiction for a fine or penalty... .” 

It may be noted in passing that in the Geffen case the penalty 
of two hundred dollars imposed by the Act applied to each store, so 
that in the present case, if there had been infringement in Pennsyl- 
vania—that is, if the products of the appellant had been sold in the 
Pennsylvania liquor store system—the penalty of two hundred dol- 
lars would have applied to each and every store, and since there are 


580 liquor stores, that means that the amount recoverable might be 


$116,000—a crushing penalty. 

Under Erie Railroad v. Tompkins, 304 U. S. 64, we are, of 
course, bound to apply the State rule in this respect. 

As to the appellant’s contention that the court below could not 


entertain and grant relief on the counterclaim: 


That contention is without merit. It is based on the premise that 
the function of the Commissioner of Patents in administering the 
trade-mark act is administrative in character, and that con- 
sequently the District Court, under Section 4915, acts only in a 
statutory administrative capacity and has no general equitable jur- 
isdiction. 

B. F. Goodrich Co. v. Kenilworth Mfg. Co., 40 F. [2d] 121 
[20 T.-M. Rep. 271], on which the appellant relies, merely held 
that in a direct appeal to the United States Court of Customs and 


Patent Appeals, a court clothed with administrative powers only, 
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that court has no equitable jurisdiction and cannot entertain a 
counterclaim. That decision is not pertinent to the issue here raised. 

In Keller v. Potomac Electric Co., 261 U. S. 428, 440, 442, 443, 
and in Postum Cereal Co. v. California Fig Nut Co., 272 U.S. 6938, 
699, 700 [17 T.-M. Rep. 27], the Supreme Court of the United 
States made it clear that while Congress, in its constitutional exer- 
cise of exclusive jurisdiction over the District of Columbia, may 
clothe the courts of the District of Columbia with legislative and 
administrative functions, it cannot do so with the courts of the 
United States which are constitutional courts established under 
Article 8 of the Constitution. The Postum Cereal Co. case makes 
plain the difference between powers of the Court of Customs and 
Patent Appeals, the Supreme Court of the United States, and the 
lower Federal courts. 

A suit under Section 4915 is “an original, independent action in 
which the questions at issue are tried de novo upon all competent evidence 
new and old.” ... (General Talking Pictures Corp. v. American Tri-Ergon 
Corp., et al., supra, page 812.) 

An action under Section 4915 is a bill in equity brought upon 
the equity side of the District Court. Under such proceeding the 
complainant may ask for the relief given him under Section 4915 
and general equitable relief in the same bill. The respondent may 
file an answer and set up new material by way of counterclaim. 

Section 4915 gives the District Court the right to adjudge that 
a trade-mark may issue within the frame of its equitable powers. 
See Utilities Service, Inc. v. Walker, 78 F. [2d] 18; Burdick, et al. 
v. Perrine, et al., 91 F. [2d] 203; Nemours & Co. v. Atlas Powder 
Co., 24 F. Supp. 263;Victor Talking Machine Co. v. Brunswick- 
Balke-Collender Co., et al., 279 Fed. 758. 

In Utilities Service, Inc. v. Walker, supra, this court pointed 
out that Federal Equity Rule 30, relating to answers and counter- 
claims, makes mandatory the counterclaiming of any claim arising 
out of the same transaction which is the subject matter of the suit, 


and makes permissible the counterclaiming of any claim which might 
be the subject matter of an independent suit in equity against the 
plaintiff, ‘‘so as to enable the court to pronounce the final decree in 
the same suit on both the original and the cross claims.” 
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Equity Rule 30 was taken from or suggested by Order XIX, Rule 3, of 
the English Supreme Court of Judicature. It has always been held by the 
English courts construing that order that independent causes of action in 
equity wholly unconnected with the claim of the plaintiff may be counter- 
claimed. 


It was the purpose of the new equity rules to simplify equity pleading 
and practice by limiting the pleadings to a statement of ultimate facts 
without evidence and by uniting in one action as many issues as could con- 
veniently be disposed of therein. That the cases cited above declare the 
correct rule was settled by the Supreme Court in the case of American 
Mills Company v. American Surety Company of New York, 260 U. S. 360, 
43 S. Ct. 149, 151, 67 L. Ed. 306.... (Utilities Service v. Walker, supra.) 

As to that portion of the decree of the court below which grants 
appellee the right to recover penalties provided by the Act of June 
20, 1901, of the Commonwealth of Pennsylvania, P. L. 582, Section 
1 (Title 73, Section 6 of Purdon’s Pennsylvania Statutes) the de- 
cree is reversed; in all other respects the decree of the court below 
is affirmed, and the cause is remanded for further proceedings con- 
sistent with this opinion. 


Boursois, Inc. v. Hermipa Laporarories, INc. 


United States Circuit Court of Appeals, Third Circuit 
August 9, 19389 


Unrairr Comretirion—Repackine Goops—‘Bovursois”—Use or MisLEADING 
Laset—MobpiricaTion or NOorIce. 

Defendant bought plaintiff's face powder and repacked same with 
label featuring the former’s trade-mark, with the statement that de- 
fendant “is wholly independent of plaintiff.” Defendant required to 
add to such notice the words “without authority or consent of” plaintiff, 
“which assumes no responsibility for contents.” 


In equity. Action for unfair competition. From decision of 
the United States District Court, District of New Jersey, plaintiff 
appeals. Reversed. 


Harry B. Rook, of Newark, N. J., and Briesen & Schrenk (Hans 
v. Briesen and Karl Pohl, of counsel), of New York City, for 
appellant. 

Samuel S. Stern (Morris L. Stern, of counsel), of Jersey City. 
N. J., for appellee. 


Before Biaes, Maris and Crark, Circuit Judges. 
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Crank, C. J.: The commercial activities of the present de- 


fendant do not leave a very pleasant taste. It is a corporation 


formed by one Straus, the manager of a 5, 10, and 25c store at 
Linden, N. J. The purpose of its creation under the confidence- 
inspiring name, Hermida Laboratories, was the distribution for 
profit of plaintiff's feminine face powder. One must feel that the 
tragic struggle of the human race against its inevitable end is 
poignantly limned by its pathetic reliance on symbols sounding its 
cure. Although the purpose here is the alleviation of appearance 
rather than of disease and caters to vanity rather than fear, the 
central theme is the same and the offense thereby greater. 

Schwartz approached the officers of the plaintiff, he says, with 
the suggestion that their face powder should be sold in smaller and 
cheaper boxes. He generously offered to carry out his own idea and 
be the distributor. The plaintiff asserts that this scheme had 
already been under consideration by them and that anyway they 
were not “having any’ of Hermida Laboratories. They accordingly 
proceeded with their own plans and arranged with their own agents 
to pack and sell the smaller packages. 

Everyone is agreed that the “law of the case’’ must be sought in 
the decision of the United States Supreme Court in Prestonettes, 
Inc. v. Coty, 264 U. S. 359 [18 T.-M. Rep. 135]. There the court 
reversed the holding of the court below (2nd Circuit Court of Ap- 
peals, speaking through Rogers, J., 268 Fed. 501). In that case 
Mr. Justice Holmes lent the prestige of his great name to a doctrine 
that does not appeal very greatly to the sense of fairness of the 
ordinary man and that has been critically analyzed by experts in the 
field, Handler and Pickett, Trade-Marks and Trade-Names—An 
Analysis and Synthesis, 30 Columbia Law Review 168, 173; Deren- 
berg, Sale of Reconditioned Articles as Trade-Mark Infringement, 
32 Bulletin of United States Trade-Mark Association (New Series) 
15: ef. Wertheimer, Does the Trade-Mark Right End With the Sale 
of the Goods? 17 Bulletin of United States Trade-Mark Association 
(New Series) 153. The Prestonettes case permitted the descriptive 
use of a “mark,” already permitted in England, Tallbot v. Wille, 
3 R. P. C. 266, Stone v. Steel Case Co., 45 R. P. C. 127, and went 
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further by allowing it to be stamped upon the defendant's goods. 
The plaintiff had contended for and been granted by the Circuit 
Court of Appeals the naked right to prohibit the defendant from 
making even a qualified reference to the plaintiff's mark. Mr. Jus- 
tice Holmes permitted the qualification under the condition and the 
sole condition that it not be accompanied by misrepresentations cal- 
culated to have the same effect as a denominative use of the mark, 
namely, the passing off of defendants’ goods as the plaintiff’s. 
Messrs. Handler and Pickett, whose article is cited above, sum up 
their conclusions on this and similar cases in these words: 


Where the plaintiff has adopted a fanciful mark and the defendant makes 
denominative use of descriptive or generic language which is confusingly 
similar, the scope of relief should depend upon the commercial necessity 
for such usage by the defendant, although not all the cases recognize this. 

* * * 

Eliminating all false comparisons, the trade-mark and the trade-name 
cases seem to present results which are profoundly alike. The scope of 
relief depends in both cases upon the defendant’s necessity and not upon the 
etymological character of the plaintiff's mark. The question of monopoly is 
completely beside the point. Justification in plenty seems to exist, therefore, 
for the statement which has now become a meaningless fetish with so many 
courts, that trade-mark law is but one branch of the law of unfair com- 
petition. (30 Columbia Law Review 168, 189, 191.) 


Since the plaintiff, unlike some counsel who have been before us, 
does not ask to reverse the United States Supreme Court, it be- 
hooves us rather to apply their ruling. We must say that we do not 
find much difficulty in doing so. The label, like the play, being the 


thing, we set out the respective labels: 


BovurJots PRESTONETTES INC. 
EVENING IN Paris Nor Connectep WirH 
Face Powper Cory States THAT THE 
REPACKED BY Contents Are Cory’s 
HerRMIDA [LABORATORIES L’Or1IGAN 
WHOLLY INDEPENDENT OF INDEPENDENTLY 
BovurJots REBOTTLED IN New York 
Defendant’s Label Prestonettes’ Label 


This deadly parallel is, we think, fatal to the contention that de- 
fendant’s label is within the ruling of the Coty case. Its inscrip- 
tion is hardly a statement of fact: it is rather the printing of com- 


plainant’s trade-marked application with a participial appendage. 
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Grammatically, the description is of complainant’s product, the 
powder, not defendant’s, the package. “Independently” is sup- 
planted by “independent of” thus changing a reasonably clear char- 
acterization of the repacking into an ambiguous reference to cor- 
porate structure. The place of repacking and the salient phrase 
“not connected with” are omitted entirely. “Bourjois” is stressed 
in the layout, appearing on a single line at the top and bottom of the 
inscription. Jn short, it is obvious that all the numerous points of 
difference between defendant’s label and the Prestonettes label 
tend to obscure the truth—defendant’s unauthorized repacking— 
and to afford a way of making complainant’s marks “stand out.” 
There can be no question then, but that plaintiff is entitled to insist 
upon the exact wording of the Prestonettes label as a minimum. He 
wishes, however, to go further in the direction of explicitness and 
asks for an additional sentence. This sentence would make the label 
read: 

Hermida Laboratories, Inc., not connected with Bourjois, Inc., states 
that the contents are Bourjois’ Evening in Paris Face Powder, inde- 
pendently repacked by Hermida Laboratories, Inc., at Linden, New Jersey, 
without the authority or consent of Bourjois which assumes no responsi- 
bility for the contents (Record, p. 15) 
and further asks that it be placed on the bottom of the package and 
that Hermida Laboratories remain in solitary glory on the top of 
the package. 

We think that the ethics of honorable merchandising support this 
request. More than that, or should there be a more than that, we con- 
ceive that that law as laid down by the Supreme Court authorizes it. 
The high court refused prohibition and permitted qualification. It 
approved a particular qualification drafted by a particular United 
States District Judge (or approved by him after drafting by the 
legalists). It did not, and of course could not, say that such must 
be for all time the standard qualification in this and analogous cases. 
In fact, we are sure that in their desire for truth in trade it would 
have welcomed some such suggestion as that which emanates from 
the learned counsel now before us. It is surely an amplification and 
arrangement in the interest of frankness. It surely meets the “com- 
mercial necessity for such usage” of the learned authors earlier cited. 
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We say it meets that commercial necessity unless it be that sus- 
picions, so freely expressed both in the paper books and at the 
argument, are well founded. Those suspicions, and for the purposes 
of this opinion we do not further describe them, recast in our own 
feeble language, run along these lines. The essence of defendant’s 


scheme is the economic anomaly of buying dear and selling dearer. 


As a result the public must and does get less for its money by pur- 
chasing defendant’s packages rather than complainant’s. By the 


same token, defendant’s packages contain less powder than packages 
sold for the same price by complainant’s competitors. Accordingly, 
defendant yields to an obvious temptation, and has constructed its 
packages so that their spacious appearance belies the lack of abun- 
dance of their contents. Furthermore, defendant is under a cognate 
temptation to tamper with quality as well as quantity. Every penny 
saved by inferior or hasty repackaging, by adulteration, or even by 
substitution, is a penny gained. Small wonder that the complainant 
objects to this method of placing its goods before the public. As 
long as it is employed, the reputation of skinflint or worse is built up 
for complainant among consumers. 

It is significant that the practice we have questioned has been 
considered objectionable in other countries. A special committee 
of the English Board of Trade which in 1934 investigated various 
proposals for trade-mark reform reported: 


We think, however, that if the proprietor of a registered trade-mark de- 
sires to prohibit the application by other traders of his trade-mark to his 
goods (for example after breaking bulk or taking the goods out of their 
original containers) .... or to prohibit any addition on or to his goods in 
fact injuring or likely to injure the reputation of his trade-mark, he should 
be empowered to do so. (Board of Trade. Report of the Departmental 
Committee on the Law and Practice Relative to Trade-Marks, p. 49, CMD 
4568.) 


In accordance with this recommendation, Parliament has re- 
cently enacted: 


(1) Where, by a contract in writing made with the proprietor or a 
registered user of a registered trade-mark, a purchaser or owner of goods 
enters into an obligation to the effect that he will not do, in relation to the 
goods, an act to which this section applies, any person who, being the owner 
for the time being of the goods and having notice of the obligation, does 
that act, or authorizes it to be done, in relation to the goods, in the course 
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of trade pr with a view to any dealing therewith in the course of trade, shall 
be deemed thereby to infringe the right to the use of the trade-mark given 
by the registration thereof... . 

(2) The acts to which this section applies are— 

(a) The application of the trade-mark upon the goods after they have 
suffered alteration in any manner specified in the contract as respects 
their state or condition, get-up or packing. (Trade-Mark Acts 1938 [1 & 2 
Geo. 6, C. 22] Section 6 [1], [2] [a].) 


The underlying principle of this provision was not challenged in 
debate, 104 Parliamentary Debates (Fifth Series) 12-26, 64-81; 
324 Parliamentary Debates (Fifth Series) 507-40; 325 Parliamen- 
tary Debates (Fifth Series) 2353-76. Though a few objections 
were put forward, 324 Parliamentary Debates (Fifth Series) 532- 
10, the members of Parliament agreed wholeheartedly with the posi- 
tion of His Majesty’s government: 


But do not let us take the view that a manufacturer who packs a par- 
ticular article in a particular way is not entitled to claim that those goods 
should not be unpacked and sold in a different form, and that in making 
that suggestion there is anything wrong. (324 Parliamentary Debates 
[Fifth Series] 539.) 


That position seems to have been already adopted in Germany, 
Jungel & Magnus, Das Gesetz zum Schutze der Warenbezeichn- 
ungen, Guttentag sche Sammlung Deutscher Reichsgesetze, No. 
87-b pp. 469-470. It is expressed with Gallic frankness by a lead- 
ing French authority: 


La marque s’appliquait au produit tel qu’il sortait de la fabrique; elle 
garantissait son origine; une fois qu’il est tiré de son enveloppe, que devient 
la garantie de lorigine? Ou peut-elle étre? Le fabricant est-il encore 
assuré que le produit dénaturé est le sien? Quel sera son contréle? Pour 
une débitant honnéte, combien n’y’en aura-t-il pas dinfidéles, qui ne 
craindront pas d’approver la marque du fabricant sur d’autres produits 
que les siens? 

Qu’est-ce d’ailleurs que le marque, sinon la signature méme du fabricant? 
Pourrait-on signer pour lui, imiter sa signature? Evidemment non. 
(Pouillet, “Marques de Fabrique,” p. 143, Section 165 [1875].) 

The mark is applied to the product as it comes from the factory; it 
guarantees its origin. As soon as it is removed from its envelope, what be- 
comes of the guarantee of origin? Where can it be? Is the manufacturer 
still assured that the altered product is his own? What will be his means 
of control? For one honest retail dealer, how many unfaithful ones are 
there who will not hesitate to apply the mark of the manufacturer to 
products other than those that belong to him? 

What is, then, the mark if it is not the very signature of the manufac- 
turer? Should one be able to sign for him, forge his signature? Evidently 
not. (Translation.) 





























470 TWENTY-NINTH TRADE-MARK REPORTER 


One final matter: at the argument we inquired about the plain- 
tiff’s powder. The learned counsel very fairly made no attempt to 
conceal the disparity between the cost of the simple ingredients 
which go toward glamour and their prices to the frail creatures who 
regard that state as a goal. That almost fantastic chasm is set forth 
by ingredients in an appendix to Lamb’s American Chamber of 
Horrors, p. 344: 

M eT in Paris (Bourjois) Double Vanity (Naturelle) Serial No. 
Selling Price 
Powder Approximate cost 


62.14% .0186 0z. at $0.0087 oz. $0.000016 
26.96% CaCO, .0081 oz. at .0087 oz. .. 000007 


- 


5. % .0015 oz. at .016 ; .000002 


Rouge 


.022 oz. at $0.0087 oz. .$0.000016 
.0057 oz. at .0087 oz. .000005 
.0015 oz. at 1.00 OZ, 01S 
Perfume 
(approx.) .0003 0z. at 3.00 Z. .0003 
Cost of 


.0577 oz. Approx. cost at retail $0.251849 


We might then cogitate the question of clean hands (we avoid the 
word play) and raise it sua sponte (it is for obvious reasons not 
otherwise raised). Here again we think that law has lagged be- 
hind need. The extent to which the former, not the latter, seems to 
have gone is embodied in the famous California Fig Syrup case, 
Worden v. California Fig Syrup Co., 187 U. S. 516; Nims, Unfair 
Competition and Trade-Marks, 517; but see, Le Blume Import Co. 
v. Coty, 298 Fed. 344, 360 [13 T.-M. Rep. 233]. The rule there 
laid down does not protect against less than fraud. The syrup there 
was cathartic all right, but because the producing agent came from 
man’s rather than nature’s “laboratories” the public were held to 
be deceived and the deceivers not entitled to relief. One might 
argue that misrepresentation of ingredients is no worse than mis- 


representation of value. Come the millenium, we are prepared to 
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do so. While waiting that happy day to be here again we improve 
on Shakespeare and on the President with a “plague on both your 
powders.” 


The case was before the learned district court on application for 
preliminary injunction. We are aware of the rule restricting the 
Chancellor’s latitude on such occasion. The authorities applicable 


to its scope on the subject matter of the case at bar are collected in 
the West system sub nomine, Trade-Mark, Trade-Names and Un- 
fair Competition 95 (1). We think that the learned district judge 
might have taken a different view if plaintiff-appellant had seen fit 
to furnish an indemnity bond. That is the procedure approved by 
this court in Weissbard v. Coty, Inc., 66 F. [2d] 559. 

The order of the district court is reversed and the case is re- 
manded with instructions to enter a decree in accordance with the 
prayer of the bill. 


Unitep Toitet Goops Corporation v. SHULTON, INc. 
United States District Court, Southern District of New York 


June 10, 1939 


Trape-Marks—“Earty AMERICAN” AND “18tH CENTURY” ON TOILETRIES— 
Non-Conriicrinc Marxs—Surr Unper Deciaratory JUDGMENT 
Act. 

Defendant since 1937 manufactured and sold throughout the United 
States toilet articles in distinctive ornamental containers, each bearing 
the words “Early American,” and appropriate scenes and designs of 
the Colonial period, occasionally using thereon, although not as a trade- 
mark, the phrase “18th Century.” Plaintiff early in 1939 began to put 
out toilet articles under the words “The 18th Century Line,’ but with 
containers, although representing early American life, distinctly dif- 
ferent in form, coloring and design, from defendant's “Early American” 
containers. 


In a suit brought under the Declaratory Judgment Act to restrain de- 
fendant from threatening plaintiff with suit for trade-mark infringement 
and from warning its customers thereof, with consequent loss of trade, held 
that since there was no infringement or unfair competition, defendant 
should be enjoined from further representations of the kind. 
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In equity. On motion of plaintiff for declaratory judgment that 
defendant be enjoined, pendente lite, from notifying or represent- 
ing to trade and public that plaintiff has infringed upon defendant's 
trade-marks. Motion granted. 


Cooper, Kerr & Dunham, all of New York City (Will Freeman 
and Thomas J. Byrne, of counsel), for plaintiff. 

Bassett, Thompson & Gilpatric, all of New York City, and 
(Walter H. Gilpatric and Howard S. Neiman, of counsel, 
both of New York City), for defendant. 


Ciancy, D. J.: Plaintiff has brought this action under the 
Declaratory Judgment Act of the United States (28 U.S. C. A. 
400) and the Trade-Mark Laws. The complaint, filed on May 2, 
1939, alleges that certain trade-mark registrations had been granted 
to the defendant by the United States Patent Office; that the de- 
fendant notified plaintiff that the plaintiff's products were infring 
ing upon defendant’s trade-marks; and that defendant carried on a 
campaign to harass and annoy plaintiff's customers. 

The prayer is for a judgment declaring that plaintiff has not 
violated or infringed upon the said trade-marks of defendant or any 
of them, for an injunction restraining the stated practices of de 
fendant with regard to plaintiff's customers and the trade and for 
an accounting. 

Defendant's time to answer had not yet expired at the date of 
this motion, but by affidavit and memorandum it appears that the de- 
fendant’s intention is to serve an answer which will seek to enjoin 
the plaintiff's infringement of defendant’s registered trade-marks 
and to restrain plaintiff's alleged unfair competition and with count- 
erclaim for damages. 

Plaintiff now moves that defendant and its agents be enjoined, 
during the pendency of this action, from notifying or representing 
to the trade and public, orally, in writing or in any other manner, 


that plaintiff has infringed upon defendant’s registered trade-marks 


and has violated any rights of defendant under said trade-marks by 


the manufacture and sale of plaintiff's products marked with trade 
mark “18th Century.” 
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It appears from defendant's affidavits that since 1937 the de- 
fendant has been manufacturing and distributing, throughout the 
United States, a line of toiletries. The aromas imparted to the 
products, the forms, decorations and colors of packing are all said 
to have been commonly employed in the Early American stage of 
our history and the line, as merchandised, is identified, with the ex- 
ception of glass containers, by labels or stickers on the bottom of 
each box or container bearing the legend “Early American” and 
further descriptive text along with the name of the manufacturer. 
The defendant’s bottles, packages and other containers are decorated 
with sprays, flowers and clusters of flowers such as are said to have 
been used on the Early American or Colonial boxes, quilt and carpet 
designs. The label decorations also include female figures in full, 
high-waisted, striped skirts, puffed sleeves and tight bodices. The 
colors used for decorating are those of the Old Colonial Settlements 
which were true reds, greens, blues and yellows. The figures are 
seen enclosed in floral wreaths and scroll effects and the arrange- 
ment of figure and decoration has been incorporated in registered 
trade-marks. The type of printing and script is typical of that used 
in Early American days. 

In April and May, 1938, the defendant obtained eight registered 
trade-marks bearing numbers 356,273, 356,278, 356,279, 356,282, 
356,801, 356,802, 356,803 and 356,805, which included designs of 
fanciful figures surrounded by a scroll or floral border. The eight 


trade-mark registrations are divided into two identical groups, four 


being used for soaps and four for cosmetics other than soap. Three 


of the trade-marks are of an individual figure but in each her posi- 
tion is different and she is surrounded, in each case, by a different 
floral arrangement. The fourth type of trade-mark contains an ad- 
ditional figure and a house in the background. In each instance the 
art employed in illustrating the figures claims to resemble what is 
alleged to have been the simplicity of the Early American Era. 
The trade-marks include only these figures with their borders which 
are to be affixed to the products or packages. There is no claim for 
color. Defendant’s article has been on the market since 1937, when 


defendant’s president claims to have conceived the idea of dis- 
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tributing toiletries with the “Early American’ motif used in their 
decoration. Its containers are covered with a thin veneer of grained 
wood which has a tan color. Their decoration has not been restricted 
to the trade-mark figures but includes other flower and figure designs 
as well as scenes and various objects. It has even used mottoes on 
some of its containers. For these it claims to have trade-mark ap- 
plications pending. On its various products defendant places a 
label reading in part: “Early American Old Spice Shulton.” The 
side walls of defendant’s packages are generally decorated with 
floral designs. 

Defendant contends it has spent large sums in advertising 
throughout the country. One type of advertisement used bears 
the legend “18th Century Formula for Romance, Early American 
Toiletries” and another “20th Century Sophisticates will adore this 
18th Century Charm! Early American Toiletries.” In each in 
stance “Early American” is in substantially larger type than “18th 
Century.” In several other advertisements, the words “18th Cen- 
tury” were found in the text but it does not appear that consistent or 
uniform use was made of the term and in no instance were its 
products designated as anything but “Early American.” 

Plaintiff has been engaged in the manufacture and sale of toilet 
articles for a number of years. In the beginning of 1939, prepara 
tions were made for the introduction of a line of toilet articles 
referred to as “The 18th Century Line” comprising some twenty- 
three items. 

Plaintiff employs containers having a light buff colored back 
ground without any wood effect and a border or trim in the form 
of a waved line running around the package. Various scenes and 
figures are used by the plaintiff on its packages, all of which assume 
to portray phases of the Eighteenth Century. A girl, sitting at a 
spinning wheel, is a predominant design used by the plaintiff but its 
packages in some instances are decorated with trains, street scenes 
and stage coaches, along with groups of various figures and objects. 
Colors used in depicting them are green, red, blue and brown. 
Plaintiff sometimes uses characters and scenes on the side walls of 


its packages in the same colors. The type of art is somewhat similar 
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to that used by “Early American” but the figures and designs of 
“Early American” are not duplicated. While a girl in dress of 
early time is frequently portrayed, she has numerous features dis- 
tinguishing her from the female figure employed in the defendant’s 
decorative schemes. Many containers bear an adhesive label on 
their bottoms, with the legend “18th Century Old Colonial 
Fragrance’ and the name of the article in the container and plain- 
tiff's name. Many have tags, bearing the same phrase, inside the 
box. 

On March 10, 1939, shortly following publication of an adver- 
tisement by “18th Century” which preceded shipments of the line, 
defendant's attorney sent plaintiff a letter advising that they were 
infringing defendant’s trade-marks and were merchandising their 
products in unfair competition with the defendants. On March 21, 
a conference was held between the representatives of the plaintiff 
and the defendant and certain changes were suggested by each side 
but were not fully agreed upon. The defendant still contended that 
there was an infringement after some changes were made. ‘The de- 
fendant says it was not able to make its first purchase of plaintiff's 
product until April 21, 1939. 

Early in April, 1939, plaintiff began to receive a number of can- 
cellations on orders theretofore given. Letters were received which 
indicated that the trade was being advised that suit was either 
pending or about to be started and that retailers might become in- 
volved if they sold “18th Century” products. At least one prospec- 
tive customer reported that the defendant denied a supply of their 
wares to anyone handling the plaintiff's. On April 26, 1939, upon 
plaintiff's demand that defendant stop this practice, defendant’s 
attorney wrote: “Everyone has been previously advised not to 
refer to any possible suit which might be brought by it against you 
or to issue any threats or to in any way intimidate the trade and the 
reports to my client are to the effect that these instructions were 
carefully carried out.’ Later letters from plaintiff’s customers 
contradicted this as a statement of fact. Indeed, on April 27, de- 
fendant’s very attorney sent a letter to a large New York depart- 
ment store complaining of the alleged infringement and stating that 
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it could avoid unnecessary litigation by a satisfactory settlement. 
Following this letter the sale of the “18th Century” line was discon- 
tinued by this store. 

In May, 19389, plaintiff received a telegram from a customer 
rancelling his order, naming the salesman who told of defendant's 
threatened suit and predicting a “blast” in a forthcoming issue of a 
trade magazine which duly appeared although not then published. 
It was a threat to prosecute all sellers of articles infringing de- 
fendant’s trade-mark rights. 

Both litigants use well made and attractive containers which 
might be classified as reproductions of receptacles in use in days 
gone by. They have both constructed these containers so that they 
might be of use to a purchaser after the contents have been con- 
sumed. A comparison of their products shows no two containers, 
of different manufacture, identical in size and shape. The color 
effects are markedly dissimilar, both because the different back- 
grounds used give different tones and comparative effects to the 
colors superimposed thereupon and because “Early American’ uses 
yellow and no browns, whereas “18th Century” uses a dark brown 
and no yellow. ‘“‘Eary American” containers, with their veneer 
covering, appear to be constructed entirely of wood; “18th Century” 
do not at all. In harmony with this basic wood theme, numbers of 
the ‘““Early American” boxes have square corners, whereas “18th Cen- 
tury” uses rounded corners. The waved line border, which com- 
pletely encircles in a continuous line the “18th Century” products, 
goes far in producing a different effect from the “Early American” 
products which have no borders encircling the containers. The floral 
designs which are so predominantly displayed on ‘““Early American,” 
both on the sides of the boxes and in many instances setting off the 
other figures used, find no duplication on the “18th Century” 
product. 

We think that the most casual observer or purchaser should not 
and would not be confused by any similarity in the respective lines 


of the parties, nor do we think that “18th Century,” in manufacturing 
its products, intended to confuse the trade. While they both may 
use an identical basic theme, intended in each case to attach to the 
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article on sale the attractive qualities attributed to the society and 
customs of an earlier day, the later of the two products has not 
copied “Early American.” To uphold defendant’s contention would 
mean that only one manufacturer could now put on the market 
articles claimed to resemble those of another era, although during 
that era there were undoubtedly many manufacturers of such articles 
as the containers of both parties are intended to resemble and even 
of some of their products and all freely sold their goods and put 
them in common use. 

“Early American’s” use of the phrase “18th Century” in some 
of its advertisements was purely casual and accidental. 

While the phrases may, in some instances, be used interchange- 
ably, “Early American’ and “18th Century” are, by no means, 
synonomous. “18th Century” is geographically more extensive than 
“Early American” while “Early American,” if it conveys the idea 
of time, is more extensive than “18th Century,” so that while the 
fields enclosed by the phrases may in part overlap, they certainly 
do not coincide. Plaintiff has submitted a copy of the April, 1939, 
issue of the House and Garden magazine wherein there are illustra- 
tions of house interiors covering various periods of design. In this 
issue “18th Century” interiors are grouped separately from “Early 
American” designs. 

Plaintiff’s articles do not fairly resemble those of defendant to 
the extent that they would mislead an innocent shopper. The words 
used by plaintiff are not identical with or similar to the extent of 
being misleading to the name of the defendant’s article. Plaintiff 
has used words which, although sometimes used incidentally by 
defendant, were never used to the extent that they became part of 
or associated with defendant’s trade-mark. Such words are in com- 
mon use in describing articles of an earlier time. Plaintiff has not 
copied any of the figures or designs contained in defendant’s regis- 
tered trade-marks and we think that plaintiff has been guilty of 
neither infringement nor unfair competition. Indeed, on the claim 
of unfair competition, we note that the plaintiff's line of merchandise 
was not yet on the market for public sale when that claim was first 


made, 
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The exhibits presented demonstrate that defendant, by its claim 


of infringement and unfair competition, has been impairing the 


plaintiff's business. While we do not say now on the evidence before 
us that defendant has wilfully conducted a campaign to prevent 
plaintiff from marketing its products, we think it is apparent that 
persons representing the defendant have been overzealous in their 
representations to the trade. Since we fail to find any infringement 
or unfair competition on behalf of the plaintiff, we are convinced 
that this is a proper case wherein the court should enjoin defendant 
from further representing to the trade through its agents or other- 
wise any alleged infringement of its trade-marks or unfair competi- 
tion with it by the plaintiff, or asserting any threats of litigation 


based thereon. 


Tue Reynotps & Reynotps Company v. Norick, ET AL., doing 


business as Norick Brotuers, Printers 
United States District Court, Western District of Oklahoma 


July 18, 1939 
v 
Unrair Competirion—Ricutr to Make UNpaTENTED AND UNCOPYRIGHTED 
ARTICLES. 

Everyone has the right to make, in any form, an article unpro- 
tected by patent or copyright, so long as he does not represent to the 
public that it is the product of another. 

Unrair Competirion—Derinirion—‘Patmine Orr.” 

The essence of wrong in unfair competition is that defendant is 
palming off his goods as those of another, and if defendant so conducts 
his business as not to palm off his goods as those of the complainant, the 
action fails. 

Unrairr Comeretririon-——-UNPATeNtED AND UNcopyricgntep ArtTICLEs—PRrop- 
ERTY RicHts or ORIGINATOR. 

The originator of an unpatented or uncopyrighted article has no 
property rights in its dressing or appearance, and where no mechanical 
invention is involved, the law provides no means for giving monopolies 
to the one who first gets the idea. Ordinarily, one may make or sell 
anything in any form, if he so distinguishes his goods that ordinary 
purchasers will not be misled into believing that they are the products 
of another. 
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Unrair Competirion—EviInENce. 

Evidence which does not show that the public was deceived, or is 
likely to be deceived, into believing defendants’ product to be that of 
plaintiff, does not warrant a finding of unfair competition. 

Unrair Competirion—Non-Funcrionat Features—Ricut to Use. 

The doctrine of non-functional features simply means that if de- 
fendant copies features of plaintiff's article which serve no utilitarian 
purpose except to identify it as plaintiff's, this in itself will be evidence 
of the defendant’s intention to mislead purchasers. 

Unrarr Competirion—“D.S.A.” on Accountinc Forms—Use By DerenDANT 
or FuncrionaL Fearures or PLaintirr’s Forms. 

Plaintiff, engaged in the printing and lithograph business, printed 
certain accounting forms for use by the General Motors Corporation 
and its dealer agents and subsidiaries, the particular arrangement, spac- 
ing, ete., of said forms having been authorized and required by the 
General Motors Corporation for use by its dealers and subsidiaries. 
Held that defendants, who put out a similar form, but with name so 
plainly printed thereon, as to prevent any confusion in purchasers, was 
not guilty of unfair competition, inasmuch as the said arrangement of 
the forms was functional and open to all to use. 


In equity. Action for unfair competition. Bill dismissed. 


Keaton, Wells § Johnston, all of Oklahoma City, Okla., and 
Toulmin & Toulmin, both of Dayton, Ohio, for plaintiff. 
Brown & McAfee and Dudley, Hyde, Duvall § Dudley, both of 

Oklahoma City, Okla., for defendants. 


VauGut, D. J.: The court finds for the defendants. Findings 
of fact and conclusions of law are filed herewith. 

Requested findings of fact and conclusions of law, as submitted 
by the plaintiff and by the defendants, respectively, are refused 
except as contained in the findings and conclusions filed by the court. 

An exception is allowed the plaintiff and the defendants. A 
form of decree may be submitted, consistent with the findings and 
conclusions herein filed, within ten days from this date. Costs 
taxed to the plaintiff. 


Findings of Fact 


1. This is an action for unfair competition or wrongful trade 
practices brought by the plaintiff, The Reynolds & Reynolds Com- 
pany, against the defendents, Henry Norick and Walter Norick, 


individually and doing business as Norick Brothers, Printers. 
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2. The plaintiff is an Ohio corporation engaged in the printing 
and lithographing business with its principal place of business in 
Dayton, Ohio, and branches in Los Angeles, Calif.; Dallas, Tex.; 
Memphis, Tenn.; Baltimore, Md.; Boston, Mass.; Detroit, Mich. ; 
and Chicago, III. 

3. The defendants are both residents and citizens of Oklahoma 
City, Okla., and as copartners are engaged in the business of print- 
ing under the name and style of Norick Brothers, Printers, with 
their plant located in Oklahoma City, Okla. 

1. The plaintiff and the defendants are engaged in business in 
competition with each other in making and selling in interstate com- 
merce, accounting forms comprising a system of keeping book- 
keeping records, adapted particularly for the use of the business of 
automobile dealer agencies throughout the country. This business 
‘is both interstate and intrastate in character and more than Three 
Thousand ($38,000.00) Dollars, exclusive of costs and interest is 
involved in the controversy. There is therefore no issue raised as 
to the jurisdiction of the court. 

5. Both the plaintiff and the defendants, for a number of years, 
have specialized in making and selling accounting forms for the use 
of automobile dealer agencies. The plaintiff’s business has extended 
over the greater portion of the United States including those sections 
in which the large automobile manufacturing headquarters are lo- 
cated, while the defendants’ business has been more directly limited 
to Oklahoma and adjoining states, although they have done business 
in a limited manner throughout the United States. The accounting 
systems for automobile dealers have been gradually developed, based 
upon actual experience of the dealers and manufacturers, and upon 
suggestions from the various dealers and automobile manufacturers 
from time to time in conventions and gatherings for that purpose. 
These forms are directly the result of the development of the auto- 
mobile business, and have been reduced to the present form by 
expert accountants and printers specializing in this type of work, 
from the information above suggested. During the latter part of 
1929 the plaintiff utilized the information derived from the represen- 


tatives of the industry, and composed a complete system of account- 
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ing and bookkeeping forms, upon the advice of and with the general 
approval of the General Motors Corporation for its dealer agencies 
and subsidiaries. ‘The defendants, since 1918, have also prepared 
and sold forms in accordance with the demands of dealer agencies 
in their territory similar in most respects to those offered by the 
plaintiff. 

6. The forms comprising the system, as finally prepared by the 
plaintiff, were approved by the General Motors Corporation, as the 
forms it desired all its dealer agencies and the dealer agencies of 
its subsidiaries to use. The plaintiff, in addition to the accounting 
forms, has printed and distributed what is known as the “Dealers 
Standard Accounting System Manual.” In various of these manuals 
and over the signature of the subsidiaries of the General Motors 
Corporation, the plaintiff has represented to the buying public and 
particularly to the dealers in the products of the General Motors 
Corporation and its subsidiaries, that these forms and the complete 
system were designed by the General Motors Corporation and its 
subsidiaries. These manuals were represented as published by the 
General Motors Corporation and the General Motors Management 
Service, Inc., a subsidiary of the General Motors Corporation, and 
in the preface of these manuals were statements to the effect that 
the system had been designed by the General Motors Management 
Service, Inc., and the General Motors Corporation. 

7. The dealer agency contracts of the General Motors Corpora- 
tion contained a clause to the effect that: 

The Dealer agrees to use and keep up to date at all times a satisfactory 
uniform accounting system designated by Seller, and to furnish to Seller 
by the tenth of each month, a complete and accurate financial statement, 
with supporting data covering the preceding month’s operations, showing 
the true and actual condition of Dealer’s business. Dealer agrees to keep 


said system in strict accordance with the accounting manual furnished by 
Seller. 


8. It was the custom of the General Motors Corporation to check 


over the accounts of their dealer agencies through the accounting 


officers of the General Motors Corporation, which was the reason 
back of the desire of the General Motors Corporation to have these 


agencies maintain a standard and uniform system. 
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9. The forms of the make of the plaintiff, approved by the 
General Motors Corporation, are all gotten up as to form, shape, 
design, arrangement of columns and printed matter as specified by 
the General Motors Corporation. 

10. The plaintiff began marketing these forms and this sys- 
tem in the latter part of 1929 or the first part of 1930, under its 
registered trade-mark “DSA,” these initials standing for Dealers 
Standard Accounting Forms. 

11. The plaintiff was the first one in the field to market these 
forms as a complete system of keeping the records of automobile 
dealer agencies, under the approval of the manufacturer of the 
automobiles. 

12. Sometime during the year 1936 the plaintiff began making 
and selling what has been described as a “Repair Order” in sub- 
stantially the same form and of the same appearance as a repair 
order theretofore made and sold in large quantities by the de- 
fendants. The plaintiff employed a former sales representative of 
the defendants to work in the same territory in which he had previ- 
ously worked for the defendants, reduced the price of its repair 
order approximately 20 percent from the price at which it had 
formerly been sold by the defendants, and instructed its representa- 
tives to especially solicit the automobile dealers who had previously 
been customers of the defendants. 

13. The defendants have had a place of business in Oklahoma 
City, Okla., since 1918 and have consistently advertised their name 
and their products from that time down to the present; during all 
of this time the defendants have specialized in the making and sell- 
ing of accounting forms for automobile dealers and have become 
known as a source of supply for such forms by most of the automo- 
bile dealers in the United States. 

14. During the year 1937 the defendants began making and sell- 
ing accounting forms of the same identical columnar arrangement 
and of the same general form of the accounting forms theretofore 
made by the plaintiff and described by the plaintiff as “Dealers 


Standard Accounting Forms.” On each of the forms so made by the 
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defendants they placed in the upper left hand corner their name, 
address and reorder number in such a position and with such 
prominence that anyone looking at such forms would know and 
recognize that they were made by the defendants and not by the 
plaintiff. 

15. The defendants made their accounting forms for the Gen- 
eral Motors dealers of the same size, columnar arrangement and 
with the same columnar headings and account numbers as the forms 
theretofore made by the plaintiff, for the reason that the trade could 
not and would not use them on any other form and arrangement, 
and not because of any desire or intention on the part of the de- 
fendants to mislead any of the expected purchasers thereof as to 
the source or origin of the products which the defendants have sold 
and are selling. 

16. The General Motors Corporation has urged and insisted that 
all of its dealers adopt and use accounting forms of uniform size, 
ruling, and with columns headed up in the particular manner and 
arrangement of the forms which the plaintiff here contends that the 
defendants wrongfully simulated. Under the circumstances of this 
case it is essential that anyone desiring to sell accounting forms to 
the dealers in the products of the General Motors Corporation or its 
subsidiaries, make them exactly in accordance with the plan for 
these various forms and the court therefore finds that all of these 
features are functional. 

17. Due to the circumstances existing in the particular industry 
involved in this lawsuit, to grant the relief here sought would result 
in absolutely excluding the defendants from competition with the 
plaintiff in supplying accounting forms to the dealers in the products 
of the General Motors Corporation and its subsidiaries and would 
have a strong tendency to give the plaintiff a complete and effective 
monopoly for the furnishing of all such forms. 

18. In the conduct of its business the defendants advertised the 
products which were sold by them as products of their own manu- 
facture and did not at any time misrepresent the facts in connec- 
tion with the manufacture and sale thereof. 
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19. No one has been deceived by the defendants as to the source 
or origin of any of the products they have sold and there has been 
no evidence that there is any likelihood that anyone will be so mis- 
led. 

20. The court finds generally in favor of the defendants and 
against the plaintiff. 


Conclusions of Law 


1. Everyone has the undoubted right to make an article un- 
protected by patent or copyright in any form so long as in so doing 
he does not represent to the buying public that it is the product of 
another. 

2. The essence of the wrong in unfair competition is that the 
defendant is palming off his goods as the merchandise of another 
and if the defendant so conducts his business as not to palm off his 
goods as those of the complainant, the action fails. 






















3. It is not necessary for a merchant so to designate his goods 


that careless buyers will know by whom they were made and sold. 





In order to sustain the charge of unfair competition, the plaintiff 
must show that deception will be the natural and probable result of 
the defendant's acts. 

t. The originator of an unpatented or uncopyrighted article has 
no property rights in the design or appearance of the article. 
Where no mechanical invention is involved the law provides no 
means for giving monopolies to the one who first gets the idea, and 
ordinarily one may make or sell anything in any form; may copy 
with exactness that which another has produced, or may otherwise 
use his idea without his consent and without payment of compensa- 
tion, yet not inflict a legal injury, if in so doing he so distinguishes 
his goods that ordinary purchasers will not be misled into believing 
that they are the products of another. 

5. Evidence which does not show that the public was deceived 
or is likely to be deceived by believing defendant’s product to be 
that of complainant, does not warrant a finding of unfair competi- 


tion. 
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6. The prohibition against combinations in restraint of inter- 
state and foreign trade or commerce and monopolies or attempts to 
monopolize any part thereof, covers every conceivable act which 
can possibly come within the spirit or purpose of the condemnation 
of the law, without regard to the garb in which such acts are clothed, 
and where the facts in an unfair competition case are such that the 
granting of the relief sought would result in giving the plaintiff a 
monopoly for supplying the product, a very clear case of unfair 
competition must be shown to warrant any consideration by a court 
of equity. 

7. The doctrine of “nonfunctional features’ in unfair competi- 
tion simply means that if the defendant copies features of the plain- 
tiff’s article which serve no utilitarian purpose except to identify the 
article as that of the plaintiff, this in itself will serve as evidence 
of the intention of the defendant to so mislead purchasers; but even 
if the defendant does copy such nonfunctional features and all of the 
evidence fails to show that the customers have been misled or are 
likely to be misled, plaintiff's action must fail. 

8. Sharing in the good-will of an article unprotected by patent 
or copyright is the exercise of a right possessed by all, and in the 
free exercise of which the consuming public is vitally interested. 
Courts of equity will not interfere with that right so long as the 
defendant does not by fraud, deception or unfair dealing misap- 
propriate the good-will of another manufacturer of the article. 

9. Unfair competition is not established by proof of similarity 
of form, dimensions or general appearance alone, where such 
similarity consists in constructions common to or characteristic of 
the article in question, and especially where it appears to result 
from an effort to comply with the physical requirements essential to 
commercial success and not to be designed to misrepresent the origin 
of such article, the doctrine of unfair competition cannot be in- 
voked to abridge the freedom of trade competition. 


10. Since the forms in question were the result of long experi- 


ence of automobile dealers, and were actually designed by the Gen- 
eral Motors Corporation for the convenience of its dealer agencies 


and the dealer agencies of its subsidiaries and of itself, and since 
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all dealer agencies of the General Motors Corporation and of its 
subsidiaries were required to use these forms, the fact that these 
forms in their mechanical make-up are the work of the plaintiff 
does not give the plaintiff the exclusive right to their publication 
and sale, which in itself would defeat the underlying principle of 
“fair competition’ and would create a monopoly in the publication 
and sale of the forms in question. 

11. The court concludes generally and finds in favor of the de- 
fendants and against the plaintiff, and further finds that the de- 
fendants should have judgment against the plaintiff for their costs 
herein expended. 


AMERICAN Viscose CorPoORATION v. Crown Crart, INc., AND 
Barney Davis 


United States District Court, Southern District of New York 


June 28, 1939 


Trape-Marks—“Crown” on Rayon YarN—Quvatiry Mark. 

The fact that the word “Crown” also served incidentally to designate 
the particular quality of the goods held no objection to the validity of 
the mark. 

Trapve-Mark INrrRINGEMENT—Sutrs—DeEreNnDANT’S ResponsiBiLity FoR Deat- 
ERS’ SALES. 

In the case at issue, it is not a valid defense that the defendants are 
not responsible for the unauthorized statements of their dealers, for 
the defendants themselves knowingly placed in the dealers’ hands the 
means by which they were able to mislead the public. 

Unram Competirion—Svuirs—Derenses—Rayon YarN AND Fasrics Mane 
THEREFROM—RELATED Goons. 

In the case at issue held no defense that defendants, manufacturers 
of goods made from rayon yarn, did not compete with plaintiff, inasmuch 
as it is settled that a trade-mark protects the owner not only against its 
use upon the articles to which he has applied it, but also upon such other 
goods as might naturally be supposed to come from him. 

Trapve-Mark INFRINGEMENT—‘CROWN” AND PicrurE or Crown, AND “Crown 
Crarr” on Rayon anp Rayon Fasrics—Conruicrine Marks. 

Where plaintiff and its predecessor had since the year 1925 used on 
their rayon yarn a trade-mark consisting of the word “Crown” and the 
picture of a crown, said goods and mark having been widely advertised 
and identified to the public as of plaintiff's manufacture, the adoption 

and use by defendants of the words “Crown Craft” and the picture of 
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a crown as a trade-mark for ladies’ rayon shirts, held unfair competition 
and was enjoined. 


In equity. Action for trade-mark infringement and unfair 
competition. 





Injunction granted. 













Howson & Howson, of New York City, for plaintiff. 
John P. Chandler, of New York City, for defendants. 


























Cox, D. J.: This is a motion by the plaintiff for a preliminary 
injunction. There is also a cross-motion by the defendants to 
dismiss the complaint for insufficiency as well as for lack of juris- 
diction. 





The suit is for infringement of the plaintiff's registered trade- 
mark, No. 265,436, for rayon yarn, consisting of the word “Crown” 
with a picture of a crown, and also for unfair competition. 

The plaintiff manufactures and sells rayon yarn. The “Crown” 
trade-mark was adopted by Viscose Company, the direct predeces- 
sor of the plaintiff, in 1925, and was registered by that company 
for rayon yarn on December 24, 1929. The plaintiff succeeded to 


rae Es 


) the business and assets of Viscose Company in 1937, and now has 
» full title to the trade-mark. 
Since the adoption of the trade-mark, the plaintiff, or its pre- 
decessor, has sold millions of pounds of “Crown” rayon yarn 
annually. During the period from 1930 through 1938, upwards 
of $3,000,000 was expended by the two companies in advertising 
the brand. The result has been that the public has come to 
recognize the “Crown” mark as meaning rayon yarn of the plain- 
tiff’s manufacture. 
F Commencing in 1930, an extensive campaign was launched to 
; popularize the “Crown” brand among the consuming public. There 
had previously been some dissatifaction with rayon fabrics or gar- 
ments owing to their lack of dependability. To meet this situation, 
Viscose Company inaugurated a policy of permitting “Crown” labels 
| to be used on articles made of “Crown” brand yarn, provided such 

articles were able to satisfy certain tests prescribed by the official 

laboratory of the National Retail Dry Goods Association. This 
policy was continued by the plaintiff. The labels employed for that 
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purpose carry not only the words “Crown Rayon,’ but also the 
words “Crown Tested” or “Crown Tested and Approved.” They 
thus assure the purchaser that the yarn in the article is “Crown’ 
yarn of the plaintiff's manufacture, and that the article itself has 
been tested by the official laboratory of the National Retail Dry 


Goods Association. The significance of these labels has been elabo- 







rately advertised, and is well understood by the consuming public. 





The defendant Davis has been in the business of manufacturing 





wearing apparel for many years. During the period from 1925 to 





1937, he carried on business in New York City through a corpora- 
tion known as Barney Davis & Co., Inc. In December of 1937, he 






organized a new corporation under the name of Crown Craft, Inc., 





and soon thereafter commenced making and selling ladies rayon 





shirts which were marked “Crown Craft,’ with the picture of a 





crown. On February 6, 1938, one of the large department stores 
in New York City, which had previously featured the plaintiff's 7 


“Crown” product, advertised in a New York newspaper the de- | 


ve Dice 


fendants’ garments as “Crown Craft Tailored Shirts in washable 


lain 


Crown-Testeds Rayon.”” The defendant Davis admits that he was 
at all times thoroughly familiar with the plaintiff's trade-mark, and 
knew of the use of “Crown” labels on articles made of the plaintiff's 


yarn. 





I have no doubt of the validity of the “Crown” trade-mark. It 





has been used continuously since 1925 by the two Viscose companies 





in the sale of rayon yarn, and was registered for that class of ma 
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terial in 1929. The advertising was designed primarily to indicate 





the source or origin of the product; in that way, the public was 





” 


taught to associate “Crown” rayon yarn only with the plaintiff. 
It is no objection to the validity of such a mark that it also serves 
incidentally to designate the particular quality of the material. 
Menendez v. Holt, 128 U. S. 514; Keebler Weyl Baking Co. v. 
J. S. Ivins’ Son, 7 F. Supp. 211 [24 T.-M. Rep. 161]. 

The defendants, with full knowledge of the trade-mark, and o! 
the general character of the plaintiff's business, adopted a mark 


closely resembling the plaintiff’s mark. They offer no plausible ex 
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cuse for taking such a mark, and I think the inference is plain that 
in doing so they had a deliberate purpose to deceive the public, and 
thus secure the plaintiff's customers. That the mark is fairly sus- 
ceptible of such an inference is well illustrated by the newspaper 
advertisement of February 6, 1938, indicating that at least one large 
department store in New York City believed that in offering the de- 
fendants’ goods for sale it was handling articles made of plaintiff's 
yarn. It is no answer that the defendants are not responsible for 
the unauthorized statements of their customers, for the defendants 
themselves knowingly placed in the hands of these customers the 
very means by which they were able to mislead the public. Chese- 
brough Mfg. Co. v. Old Gold Chemical Co., 70 F. [2d] 383, 385 
24 T.-M. Rep. 149]; John H. Woodbury, Inc. v. William A. Wood- 
bury Corp., 23 F. Supp. 162, 168. I think, therefore, that the 
charge of infringement and unfair competition has been sub- 
stantiated. 

The defendants insist that they do not compete with the plaintiff 
in the sale of rayon yarn, and cannot, therefore, be held either for 
trademark infringement or for unfair competition. It is settled, 
however, that “a trade-mark protects the owner against not only its 
use upon the articles to which he has applied it, but upon such other 
goods as might naturally be supposed to come from him.” L. E£. 
Waterman Co. v. Gordon, 72 F. [2d] 272 [24 T.-M. Rep. 347], see 
also Potter-Wrightington, Inc. v. Ward Baking Co., 288 Fed. 597 

13 T.-M. Rep. 305], aff'd 298 Fed. 398; Industrial Rayon Corp. 
v. Dutchess Underwear Corp., 92 F. [2d] 33 [27 T.-M. Rep. 665]. 

The jurisdictional question needs little comment. The basis 
of jurisdiction is the infringement of the plaintiff’s registered trade- 
mark; that in itself is enough to support the claim for unfair com- 
petition. Armstrong Co. v. Nu-Enamel Corp., 305 U. S. 315 [29 
T.-M. Rep. 3]; Hurn v. Oursler, 289 U. S. 238 [23 T.-M. Rep. 
267]. The amount involved depends on the value of the good-will, 
which is alleged to be over $100,000.00. Coca-Cola Co. v. Brown & 
Allen, 274 Fed. 481 [13 T.-M. Rep. 198}. 
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The motion of the plaintiff for a preliminary injunction is 
granted, and the motion of the defendants to dismiss the complaint 
denied. 





ANHEUSER-Buscu, Inc. v. Power City Brewine CoMpany 
United States District Court, Western District of New York 
August, 1939 


‘TRApE-Mark INFRINGEMENT AND Unrair CompPetirion—“BupWEISER” AND 
“Bup” on Breer anp ALte—Seconpary MEANING—CONFLICTING 
Marks. 

Plaintiff had for sixty years been putting out beer and ale under the 
name “Budweiser,” its product having had a wide sale and being often 
called for by the nickname “Bud.” Defendant, incorporated in 1933, 
began in 1936 to put out a beer called “Niagara Bud Beer,” sometimes 
shortened to “Niagara Bud.” Held that both the name “Budweiser” 
and the nickname “Bud” have acquired a secondary meaning, indicating 
plaintiff's products exclusively; and, accordingly, defendant’s use of 
the word “Bud” on similar goods being calculated to confuse purchasers 
as to their respective origin, was unfair competition, particularly as 
plaintiff customarily used with the word “Bud” the name of the state 
or section in which its product was sold, as, for example, “Virginia 
Bud,” and “Niagara Bud.” 

In equity. Action for trade-mark infringement and unfair com- 


petition. Injunction granted. 


Babcock, Hollister, Newbury § Russ, of New York City (Louis 
L. Babcock, Daniel M. Kirby, Harry D. Nims, and Walter 
J. Halliday, all of New York City, of counsel), for plaintiff. 

George E. Carrie, of Niagara Falls, N. Y., for defendant. 


Knient, D. J.: This is a motion for a preliminary injunction 
in a trade-mark infringement and unfair competition suit. The 
plaintiff is the manufacturer of the well-known “Budweiser” beer 
and ale. It has been engaged in this business in St. Louis, Mo., 
continuously, for upwards of eighty years. Its products are, and 
for many years have been, sold in large quantities throughout the 
United States and other countries. For more than sixty years it has 
used the registered trade-mark “Budweiser” upon its product and 


in its extensive advertising. 
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The defendant was incorporated in 1933. Until 1936 it manu- 
factured and sold beer under the name of “Silver Foam.” In the 
last mentioned year it put out a beer called “Niagara Bud Beer,’ 
the name at times being shortened to “Niagara Bud.”’ It has con- 
tinued to advertise and sell a product under this name. De- 


fendant’s labels bear one of the above names and also the picture of 


a rosebud, 

Plaintiff's Niagara Falls, N. Y., distributor is the “Power City 
Distributing Company, Inc.” Plaintiff asserts that the defendant’s 
corporate name is in imitation of the distributor’s corporate name 
and that this is to be considered in connection with the name used on 
defendant’s product. Niagara Falls, N. Y., is known as the “Power 
City.” Many corporations have been organized under a corporate 
name including the words “Power City.” Defendant company is 
described in its name as a brewing company, while plaintiff's agent 
is described in its name as a distributing company. There is not 
necessarily an implication of connection between the two. De- 
fendant has the right to use its corporate name in the sale of its 
products. No importance is attached to this question at this time. 

The material question before the court concerns the use of the 
word “Bud” as part of a name to designate defendant’s product. 

A preliminary injunction should be granted only where the plain- 
tiff clearly establishes a prima facie case. The proofs meet that test. 
The word “Budweiser” finds its origin in the name of the Bohemian 
town of “Budweis,’ formerly a part of Austria, where beer was 
brewed. Ordinarily, a geographical name is not subject to regis- 
tration as a trade-mark, but the name “Budweiser,” as applied to 
beer in this country, has acquired a secondary meaning and its regis- 
tration as a trade-mark has been upheld. Anheuser-Busch, Inc. v. 
Malt Products Corp., 295 Fed. 306 [15 T.-M. Rep. 103]. To the 
same effect are: Anheuser-Busch v. Budweiser Malt Corp., 287 Fed. 
243; Anheuser-Busch Brewery v. Fred Miller Brewing Co., 87 Fed. 
864; Anheuser-Busch v. Cohen, 37 F. [2d] 395 [20 T.-M. Rep. 
561]. See also French Republic v. Saratoga Vichy Co., 191 U. S. 


127, with regard to secondary meaning of a geographical name. 
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The sequential questions are whether “Bud,” as an abbreviation or 
nick-name, likewise has acquired a secondary meaning as represent- 
ing plaintiff’s products, and whether its use by defendant is likely 
to cause the purchasing public to believe defendant’s product to be 
that of the plaintiff. 

Voluminous affidavits have been submitted upon this motion. 
Many are directed to show that the word “Bud” has been generally 
used by the trade and the public to designate plaintiff’s product; 
others are directed to show that purchasers believed that the product 
of the defendant is made by the plaintiff and were deceived in their 
purchases. Other affidavits have been submitted to show that sales 
of defendant’s product are made by defendant and its dealers under 
the sole name of “Bud.” Many affidavits are directed to show con- 
fusion of the purchaser. It is to be noted that naturally the products 
of the parties are handled together. The defendant has submitted 
affidavits of its president, two investigators and several bartenders 
to show that there is no confusion in the sale of the products in 
question. 

In determining the questions presented where there are con- 
flicting affidavits, obviously the court is not precluded by the num- 
ber of affidavits. It is required to examine all the proofs in the light 
of reasonable probability, and reasonable probability is naturally 
gauged by the ordinary experience and contacts of a court. Apply- 
ing the ordinary rules of determination, it seems, upon the proof 
now presented, that the use of the word “Bud” in the designation of 
a beer is calculated to deceive the ordinary purchaser and cause him 
to believe that it was made by the maker of Budweiser Beer, by 
reason of the fact that “Bud” has long been used as an abbreviation 
or nick-name of “Budweiser” and as such is ordinarily associated 
with the plaintiff's product. It has acquired a secondary meaning 
and plaintiff is entitled to the same protection in its use as it is 
regarding the parent word. 

This case seems clearly to be controlled by previous decisions 
of the courts. Coca-Cola v. Koke Co., 254 U. S. 143, reversing 255 


Fed. 894, and affirming in part, 235 Fed. 408, seems directly in 
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point. The Supreme Court held that the use of the word “‘Koke” 


should be restrained. The word is generally used as an abbreviation 


or nick-name for “Coca-Cola.” It has acquired a secondary meaning 


although it has a definite meaning of itself and apart from “Coca- 
Cola.” To the same effect are: Anheuser-Busch v. Cohen, supra, 
wherein ““Budd-Wise” was held to infringe “Budweiser”; dmmon 
and Person v. Narragansett Dairy, 252 Fed. 276, aff. 262 Fed. 880 
(9 T.-M. Rep. 94], wherein “Queen” was held to infringe “Queen 
of the West”; and Guinness v. Von Burnuth, 14 F. Supp. 210, where 
“Dublin Stout’ was held to infringe ‘“Guinness’s Extra Stout 
Dublin.” It makes no difference that the defendant uses the word 
“Niagara” with the word “Bud.” Richmond Remedies v. Dr. 
Miles, etc., 16 F. [2d] 598 [17 T.-M. Rep. 82]. Neither subtrac- 
tions from nor additions to a trade-mark proper will avoid infringe- 
ment where there is such imitation as is likely to lead to confusion 
despite the change. Guinness v. !'on Burnuth, supra. The question 
is whether the word “Bud” as applied to the product of the de- 
fendant is likely to deceive the ordinary purchaser. Smith v. MWest- 
ern, 292 Fed. 814 [2 T.-M. Rep. 522]; Colgate v. Adams, 88 Fed. 
99; Nat. Circle v. Nat. Order, 270 Fed. 728 [11 T.-M. Rep. 163]; 
Hudson Tire Co. Inc. v. Hudson Tire and Rubber Co., 276 Fed. 59 
[11 T.-M. Rep. 284]; Rice & Hutchins v. Vera Shoe Co., 290 Fed. 
124 [138 T.-M. Rep. 389]; Oneida Comm. Ltd. v. Oneida, etc., 
168 A. D. 769 [5 T.-M. Rep. 316]. 

Nor does it make any difference that the word “Bud” is alleged 
to refer to a rosebud, a picture of which is printed on the label. 
Certainly the picture of a rosebud along with the use of the word 
“Bud” does not work any distinction and is not known or identified 
with either the plaintiff or the defendant. It adds nothing. “Bud” 
as a trade-mark of itself has been used by the plaintiff. It appears 
on the tap handle on plaintiff's beer tap. It is, however, not shown 
to be used as such in the Niagara District. 

Defendant places reliance principally on the case of Pepsi-Cola 
v. Krause, 92 F. [2d] 272. The cases are distinguishable. The 


court specifically calls attention to the holding in Coca-Cola v. Koke 
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Co., supra, that “Coke” had acquired a secondary meaning, while 
“Pep” like “Dope” had not. 

Another ground urged by plaintiff for granting the relief urged 
is that in various states it prints on its cap the name of the state in 
which distribution is made. For example, in Virginia, the cap reads 
“Virginia Bud.” The use of the words “Niagara Bud” is claimed 
to be confusing in that purchasers might believe defendant's product 
to be plaintiff's product labelled for distribution in the Niagara 
area. It is believed that some confusion might be so caused but in 
view of the finding that the use of the word “Bud” amounts to in- 
fringement and unfair competition, it seems unnecessary to give 
further consideration to this question. 















It is not necessary for plaintiff to show intent to defraud. De- 
fendant continued to use the name “Bud” and the same label after 
notice of alleged infringement. Under these circumstances fraud 
will be presumed. Strauss v. Notaseme, 240 U. S. 179 [6 T.-M. 
Rep. 103]; Pfeil v. American Serum Co., 16 F. [2d] 88. 

Whether a preliminary injunction should be granted in a suit 
of this nature rests in the sound discretion of the court. Meccano, 
Ltd. v. John Wanamaker, 253 U.S. 186 [10 T.-M. Rep. 312]. The 
burden of proof rests on the plaintiff, and he must establish a 
prima facie case free from reasonable doubt. Walker on Patents 
(2 Ed.) Vol. I, page 786. Here we have a mixed question of law 
and fact. Whether the word “Bud” has acquired a secondary mean- 
ing is a question of fact. It is thought that the record now presented 
presents a prima facie case free of reasonable doubt of plaintiff's 
right of recovery. 













The motion for a preliminary judgment is granted on the con- 
dition that plaintiff give a bond to defendant in an amount sufficient 
to indemnify defendant for any loss which may be sustained by it 
in the event of the final determination of the suit in its favor. The 
amount of such bond shall be fixed by the court after consultation 
with the respective attorney. 
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RECONSTRUCTION FinaNce Corporation v. J. G. MenrHan Cor- 








PORATION, J. G. MenrHan, Sr. ann J. G. Menruan, Jre 


United States District Court, Western District of New York 
July 31, 1939 






Trape-MAarks—INSEPARABLE FROM BUSINESS. 
If there is no business, there may be no good-will and nothing to 
protect by the use of a trade-mark, as it is the trade and not the mark 
that is to be protected. 
Trape-Mark INFrRINGEMENT—“MENIHAN” AND “ArcH Arp” For SHOES 
Sate or Marks anp Goop-WIL1i By PLaInTIFF. 

Plaintiff in the year 1936, as the result of an unpaid loan to the 
Menihan Company, purchased the latter’s property, good-will, trade- 
marks and trade-names, including the marks “Menihan” and “Arch Aid,” 
both identified with shoes, theretofore put out by the Menihan Company, 
plaintiff thereafter (in October, 1937) selling all the property thus 
acquired by public auction, except the factory building and the trade- 
marks and trade-names. Held that, inasmuch as plaintiff had disposed 
of everything essential to the manufacture of the “Menihan” and “Arch 
Aid” shoes, no business was left to which the said good-will or trade- 
marks could attach. 

Trape-Mark InrrIncemMeNtT—“MENIHAN” AND “Arcu Arp” on SHors—Use 
or Marks sy Oricinators Arrer SALE IN BANKRUPTCY. 

In the case at issue, where plaintiff, which purchased and sub- 
sequently sold all the assets of the business previously carried on by the 
Menihan Company, except the factory, trade-marks and trade-names, 
defendants Menihan, in forming a company and putting out shoes under 
the trade-marks “Menihan” and “Arch Aid” made by the original 
process of manufacture, held not guilty of infringement and unfair com- 
petition with the plaintiff. 


In equity. Action for alleged trade-mark infringement and 
unfair competition. Bill dismissed. 


Abbott, Rippey § Hutchens, of Rochester, N. Y. (Nims & Verdi, 
of New York City, Percy E. Williamson, Jr. and Walter J. 
Halliday, of counsel), for plaintiff. 


Werner, Harris & Tew, George H. Harris, all of Rochester, 
N. Y. (Frank Keiper, of Rochester, N. Y., of counsel), for 
defendants. 


Burke, J.: This is a suit to enjoin trade-mark infringement 
and unfair competition. The plaintiff asks for an injunction against 


1 Note.—In this, one of the rare trade-mark cases in which the Federal 
government is a party, it will be noted that the plaintiff is on the same 
footing as an individual. Eb. 
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the use of the word “Menihan” either as a trade-mark or as part 
of a corporate name and against the use of the terms “Arch Aid” or 
““Menihan Arch Aid” as trade-marks for shoes. An accounting is 
also demanded. 

The Menihan Company from which the plaintiff acquired its 
rights to the trade-names and trade-marks in question was in the 
business of manufacturing and selling shoes. The business pros- 
pered until about the year 1929 when its annual net sales were up- 
wards of $8,000,000. From that time on the business of the com- 
pany gradually receded. In 1984 it applied to the plaintiff for a 
loan. The Menihan Company had advertised and sold its product 
by the aid of the marks “Menihan” and “Arch Aid” and it did a 
nation-wide business. It distributed its shoes by maintaining retail 
shops of its own and by sales agencies with shops in many of the 
principal cities throughout the United States and Canada. ‘Three 
separate loans were made by the plaintiff to The Menihan Company 
the aggregate amount of which was $250,000 and as security for 
which the plaintiff took mortgages and assignments of the real and 
personal property of The Menihan Company including its trade- 
marks and trade-names. The Menihan Company defaulted and in 
December of 19386 was adjudicated a bankrupt. At a public sale 
conducted by the Trustee in Bankruptcy the plaintiff purchased 
substantially all of the real and personal property of the bankrupt 
including the good-will, trade-marks and trade-names. 

In January, 1937, the defendant corporation was formed. The 
defendant, J. G. Menihan, Sr., who had been president of The Meni- 
han Company, became its president. The new company began the 
manufacture and sale of shoes at Rochester, N. Y., and proceeded to 
use the trade-marks “Menihan” and “Arch-Aid” in selling its 
product. By this suit the plaintiff seeks to prevent such use. 

This is an attempt upon the part of the plaintiff to preserve the 
trade-marks and trade-names in gross separate and apart from the 
good-will of an existing business. In December, 1936, when The 
Menihan Company filed its voluntary petition in bankruptcy a re- 
ceiver was appointed to take possession of the property of the bank- 


rupt, to employ such help as might be necessary to preserve the 
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assets, to collect the accounts receivable and to look after the in- 
terests of creditors until a trustee should be appointed. The receiver 
was given no authority to conduct the business nor did he conduct 
the business. He sold some shoes which had been manufactured 
but otherwise did nothing to continue the business. Nor did the 
trustee continue the business. He proceeded forthwith upon his ap- 
pointment to liquidate the assets. 

The trustee conducted a public sale in March, 1987. At the 
trustee’s sale the plaintiff purchased the real estate, fixtures, furni- 
ture, machinery and equipment, all trade-marks, together with the 
good-will of the business of the bankrupt and such right as the bank- 
rupt had to use the name “The Menihan Company” and the name 
“Arch Aid.” Thereafter the plaintiff attempted unsuccessfully to 
sell the business intact. In September, 1937, immediately prior 
to the commencement of this action the plaintiff advertised for sale 
at public auction the furniture, machinery, lasts, dies, patterns and 
equipment which it had purchased at the trustee’s sale. The sale 
was had on October 5, 1937. At that sale plaintiff disposed of to 
the public without restriction, all the physical assets of the bank- 
rupt excepting the factory building with overhead shafting. It made 
no attempt to sell the good-will nor the trade-marks and trade-names 
which it now claims to own and protection for which it seeks in this 
action. 

The acts of the plaintiff itself were sufficient to destroy the 
business and good-will. The product which the old company sought 
to have identified in the minds of the public by the name “Arch Aid” 
was a corrective shoe designed to aid weak, defective or abnormal 
feet as the trade-mark implies. The trade, if any, to which the plain- 
tiff succeeded is the trade in that product and not in some other 
product. It is not the trade in ordinary shoes nor in corrective shoes 
in general but in corrective shoes such as were designed and sold by 
the old company. In seeking protection for such trade the plaintiff's 
claim is that the public had come to know such corrective shoes as 
Menihan Arch Aid shoes. Everything that is necessary to the 
manufacture of that product is gone and as far as the proof shows, 


irrevocably so. The most essential elements, the lasts, dies and pat- 
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terns were sold by the plaintiff itself who now seeks to have the 
trade protected. The plaintiff contends, however, that new lasts, 
dies and patterns could be purchased upon resuming active manu- 
facture of shoes. It is true that new implements could be secured 
for the manufacture of shoes but there is no proof that they could 
produce the product sold by the old company as Arch Aid shoes. 
There is no proof that the plaintiff retained in connection with its 
claimed good-will even the designs or measurements or enough to 
preserve the essential idea of the corrective features of Arch Aid 
shoes. No vestige of the old business remains except the factory 
building. The entire personnel of the old company is gone. The 
factory has long since been closed. The business has been discon- 
tinued. The elements necessary to create Arch Aid shoes are gone. 
What is left does not constitute a business to which good-will, 
trade-marks and trade-names may attach. 

A trade-mark is not susceptible of ownership except in connec- 
tion with an existing business. It is a shield or protection for the 
good-will of the business. If there is no business there may be no 
good-will and nothing to protect by the use of a trade-mark. It is 
the trade and not the mark that is to be protected. Hanover Milling 
Co. v. Metcalf, 240 U. S. 408, 414; United Drug Company v. Rec- 
tanus Co., 248 U.S. 90: 


A trade-mark cannot exist independently of some business in which it is 
used. The sole function of a trade-mark being to indicate the origin or 
ownership of the goods, it cannot exist apart from the business to which 
it is incident. There is no such right known to the law as an exclusive 
ownership in a trade-mark apart from the right to use it in a business. It 
cannot exist in gross. (President Suspender Co. v. MacWilliam, 238 Fed. 
159, 161.) 

Plaintiff contends that prospective purchasers of the business 
and good-will were dissuaded from purchasing by reason of the 
defendant's use of the trade-marks. The only evidence tending to 
establish this is the negotiations by the Baris Shoe Company and 
L. V. Marks and Sons. The former was a jobber in the shoe busi- 
ness. The letter of inquiry made no reference to the purchase of 
the business but related solely to the purchase of the trade-marks 


and trade-name. A representative of the latter firm attended the 
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auction sale at the time that the plaintiff sold the machinery, 
equipment, furniture and fixtures. He made inquiry of the auc- 
tioneer about the trade-names and subsequently wrote the plain- 
tiff about the trade-name “Menihan Arch Aid.” No reference was 
made in the negotiations to the purchase of the business. In fact 
this representative had seen with his own eyes the sale of the 
machinery and equipment and everything that was required to make 
the shoes. 

Plaintiff relies on Koppell Industrial Car and Equipment Co. v. 
Orenstein & Koppell, 289 Fed. 446. In that case the alien property 
custodian sold the American business and good-will of the German 
corporation as a going concern. After such purchase the appellant 
entered upon the manufacture and carrying on of the American busi- 
ness. The court pointed out that the sale was as complete as if it 
were a voluntary conveyance. The court cited as authority for its 
decision Peck Brothers and Co. v. Peck Brothers Co., 113 Fed. 291. 
In the latter case Peck Brothers & Co. became financially embar- 
rassed and a bill in equity was filed by the owners of a majority of 
the stock against the corporation for an appointment of a receiver. 
Receivers were appointed who took charge of the corporation and 
managed its business. Subsequently another corporation was formed 
by one of the receivers and this corporation proceeded to use the 
trade-name and to garner the business of Peck Brothers & Co. In 
that case the court said: “The name and designation was a property 
right belonging to and a valuable asset of the original Connecticut 
corporation. Its financial embarrassment caused no suspension of 
its manufacture and trade. That was continued by the receivers ap- 
pointed under the bill manifestly for the purposes of reorganiza- 
tion.” In the Koppell case the court also cited S. F. Myers Co. v. 
Tuttle, 183 Fed. 235, and approved the reason for the decision of 
the District Court in that case. In the latter case the court said: “I 
think he was substantially the purchaser of the business as a going 
concern and he is entitled to carry on the business without interfer- 


”? 


ence. ... 
One of the defenses urged is that plaintiff by its act abandoned 
its right to the use of the trade-marks and trade-names. There was 
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no abandonment in the strict sense of the term for abandonment 
presupposes the ownership of trade-marks and trade-names which 
can only be in connection with an existing business. For that 
reason the cases regarding abandonment and the intention to 
abandon the use of trade-marks and trade-names are inapplicable 
here. The plaintiff acts amounted to more than abandonment. They 
amounted to the destruction of what was necessary to the existence 
of a business to which good-will, trade-marks and trade-names might 
attach. But even considering abandonment in its broader sense, 
Beechnut Packing Co. v. Lorillard, 273 U. S. 629, cited by plaintiff 
to sustain its contention that a trade-mark is not abandoned or 
destroyed as a matter of law merely through disuse, is distinguish- 
able. In that case the Lorillard Company which claimed the right 
to use the trade-mark “Beechnut” on its tobacco continued at all 
times in the tobacco business. It merely suspended use of the trade- 
mark “Beechnut.” In the case at bar not only the use of the trade- 
mark but the business itself was effectively discontinued. 

Whether plaintiff relies for its rights to the exclusive use of the 
trade-mark “Arch Aid” on the mortgages, the assignment or the 
conveyance from the trustee in bankruptcy, it got no better or 
broader rights to such use than the old company had. It may be 
that the defendant, J. G. Menihan, Sr., is estopped from asserting 
that the trade-marks are invalid but that does not apply to the cor- 
porate defendant nor to J. G. Menihan, Jr. Neither of the latter 
had any part in negotiating the loans nor did they make any 
representations as to the validity of the trade-marks. The plaintiff 
contends that although the words “Arch Aid” are descriptive, that 
through long use and association with shoes made by the bankrupt 
company it had attained a secondary significance and meant to the 
public shoes made by the old company. I do not think the proof is 


sufficient to establish such secondary meaning. It may be that the 


mark “Arch Aid” had that meaning in the minds of dealers familiar 
with the corrective shoes but the proof falls short of establishing 
that meaning in the minds of the public. The advertising that the 
company did along that line expressed only a desire on its part that 
“Arch Aid” would come to mean that. 
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If the plaintiff is right in its contention that “Arch Aid” had 
attained a secondary significance and meant to the public the line 
of corrective shoes sold by the old company, a determination by this 
court that the plaintiff has the exclusive right to the use of that mark 
would lead to a potential fraud in the hands of prospective purchas- 
ers of the mark. The public would then have a right to expect to 
get the same shoe under that name that it had bought from the old 
company. There is no proof that a purchaser of the trade-mark 
could deliver that product. In fact the necessary inference from 
plaintiff's sale of everything that was necessary to create it is that a 
new user of the mark would have to substitute something else for 
the original. 

The plaintiff has no trade as a basis upon which it may invoke 
the equity powers of this court to restrain acts of infringement and 
unfair competition. The bill of complaint should be dismissed. 


Settle findings, conclusions and a decree upon notice. 


DECISIONS OF THE COMMISSIONER OF PATENTS 
Conflicting Marks 


Mackuin, F. A. C.: Held that applicant is not entitled to reg- 
ister the trade-mark “Qui-etts,’ in view of the prior registration 


and use by opposer of the mark “Quinarets” for a medicinal prepara- 


tion in tablet form for the relief of colds, coughs, la grippe, head- 
ache, and malaria. 

As to applicant’s contention that because the syllable “Quin” 
appears as a prefix in a large number of registered marks it is open 
to the public and that no confusion would likely result from con- 
current use of the marks involved, the First Assistant Commissioner 
said: 

The Examiner I think properly referred to the decision of the Court 
of Customs and Patent Appeals in Pepsodent Co. v. Comfort Mfg. Co., 23 
C.C. P. A. 1224, 83 F. (2d) 906, 472 O. G. 258 [26 T.-M. Rep. 481] in 
holding that this contention may not be so established. 


* * o 


It is possible to find many cases where marks have been held not likely 
to be confusing and which seem to lend considerable support to the ap- 
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plicant’s contention for its right to register. A large number of such cases 
are cited and quoted from in the brief for Reed Drug Company, Inc. How- 
ever, it seems to me that none of the cases is definitely controlling, and I 
agree with the Examiner of Trade-Mark Interferences that the practice 
required doubt to be resolved against the subsequent user, who in this case, 
is the applicant. 


With further reference to the likelihood of confusion, he said: 


I agree with the applicant that its product, intended for use exclusively 
by women for a definite specified purpose, would not likely be confused by 
persons of intelligence. However, I think this must be considered, that 
such an intelligent person would also need to be a careful person and that 
there are, or might be, many people who would be confused by the simul- 
taneous use in the trade of the words “Quinarets” and “Qui-etts.” 


Frazer, A. C.: Denied a petition of the applicant that the 
Examiner of Interferences be directed to grant applicant’s motion 
to dismiss the opposition of Holeproof Hosiery Co. 

After stating that the grounds of the motion were that ap- 
plicant’s mark “Ariette’”” and that opposer’s mark ‘Ariel’ are 


clearly not confusingly similar and that opposer’s mark is merely 


geographical, the Assistant Commissioner said: 


Both marks are applied to merchandise of the same descriptive prop- 
erties, and it seems to me that the likelihood of confusion between them is 
not so clearly absent as to warrant the dismissal of the opposition on motion. 
As to the second ground of the motion it need only be observed that op- 
poser’s mark is registered under the provisions of the Act of February 20, 
1905, and its validity is not open to question in an opposition proceeding. 
Englander v. Continental Distilling Corporation, 25 C. C. P. A. 1022, 95 F. 
(2d) 320 [28 T.-M. Rep. 265].2 


Frazer, A. C.: Denied a petition of the applicant, in so far as 
it sought reversal of the decision of the Examiner of Interferences 
denying a motion of petitioner for judgment, but granted the peti- 
tion to the extent of ordering a certain allegation in the notice of 
opposition stricken from the record. 

With reference to the motion for judgment which was based on 
the fact that opposer has a subsidiary, Nature’s Rival Co., engaged 
in the same business, the distinguishing part of whose corporate 

1S. Pfeiffer Manufacturing Company v. Reed Drug Company, Inc., 
Opp’n No. 17,296, 163 M. D. 309, July 15, 1939. 


n 
2 Holeproof Hosiery Co. v. Maiden Form Brassiere Company, Inc., Opp’n 
No. 18,626, 163 M. D. 313, July 20, 1939. 
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name, to wit, ““Nature’s’” is substantially identical with the term 
‘“Naturna” which the applicant seeks to have registered, he quoted 
from the decision Packard Motor Car Co. v. Lektro Shave Corpora- 
tion, 496 O. G. 1124, and said: 

The mere fact that Nature’s Rival Co. is alleged to be opposer's sub- 
sidiary is of no consequence. ‘Fhe two corporations are separate legal en- 
tities, and neither may oppose registration of the other’s name. 

With reference to the motion for a judgment which was based on 
the contention that applicant’s mark ““Naturna” is not confusingly 
similar to the mark “‘Nature’s Rival” relied on by opposer and that 
the latter is merely descriptive of the goods and is publici juris, he 
said: 

In denying the motion to dismiss I do not think the Examiner’s ruling 
was so clearly wrong as to warrant its reversal on petition. It is at least 
possible that opposer may be able to establish confusing similarity between 
the marks in question; and as opposer’s mark is registered under the Act 
of February 20, 1905, its alleged descriptiveness is not material in a proceed- 
ing of this character, and may not properly be considered either on motion 
or at final hearing. Englander yv. Continental Distiiling Corporation, 25 
C. C. P. A. 1022, 95 F. (2d) 320. 

Concerning the question whether opposer would be permitted to 
take certain testimony, he said: 

The Patent Office will not presume to prescribe the character of testi- 
mony that a party may take, but certainly if testimony is taken by the op- 


poser that is immaterial to the issues raised by the pleadings it will not be 
considered in disposing of the opposition.’ 


Descriptive and Geographical Term 


Frazer, A. C.: Affirmed the refusal of the Examiner of Trade- 
Marks to register the notation ““New York Journal and American” 
under the Act of February 20, 1905, as a trade-mark for a daily 
newspaper, on the ground that the terms ““New York” and “Ameri- 
can” are geographical and the word “Journal” is descriptive of the 
goods. 

After noting that applicant did not dispute the ruling of the 
Examiner that the mark sought to be registered is merely a com- 
bination of non-registrable words, which combinations, under the 


3 Venus Foundation Garments, Inc. v. Maiden Form Brassiere Company, 
Inc., Opp’n No. 18,661, 163 M. D. 314, July 20, 1939. 
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well established practice, are not registrable, but urged that the ap- 
plication should be granted because the notations “New York 
Evening Journal” and ‘““New York American” have previously been 
registered to applicant, he said: 

In support of this argument counsel cite several old Patent Office deci- 
sions to the general effect that after a mark has once been registered its 
owner is entitled to the benefit of any reasonable doubt as to the registra- 
bility of the same or a closely similar mark upon a subsequent application 
to register. I think that is a sound rule, but I am unable to apply it here 


because I can find no room for doubt. To my mind applicant’s mark as 
presented is clearly and unquestionably non-registrable. 


Descriptive Terms 


Frazer, A. C.: Affirmed a refusal of the Examiner of Trade- 
Marks to register a mark consisting of a silhouette of a shoe bearing 
the notation “ShuGor” in reverse printing, for use in connection with 
“narrow elastic fabrics for use in the making of elastic inserts or 
gores in footwear and other articles of apparel,” on the ground ‘that 
the mark is descriptive of the goods to which it is applied. 

He quoted from applicant’s argument to the effect that registra- 
tion of the mark is not sought for “shoe gores’” but for elastic 
fabrics or inserts applicable also to other articles of apparel and 
said: 


This statement is not entirely consistent with the record. The specimen 
labels filed with the application, “showing the trade-mark as actually used 
by applicant upon the goods,” display the mark followed by the words 
“is the highest grade of elastic shoe gore.” It is therefore immaterial that 
applicant’s product is also adapted to other uses. 


Concerning the question of descriptiveness, he said: 


Having disclaimed the word “Shu,” which is obviously a misspelling of 
the word “shoe,” and as used in applicant’s mark is clearly descriptive, it is 
difficult for me to understand upon what theory applicant considers the 
pictorial equivalent of that word to be registrable. If the word is descrip- 
tive so is the picture. In re Canada Dry Ginger Ale, Inc., 24 C. C. P. A. 804, 
86 F. (2d) 830 [27 T.-M. Rep. 83]. If the mark consisted merely in the 
representation of a shoe in association with the word “Gore” or “Gor” its 
descriptiveness would be clear beyong argument; and the addition of the 
word “Shoe” or “Shu” does not, in my opinion, alter that situation in the 
slightest degree. If anything it accentuates the descriptive significance of 
the picture.® 

4 Ex parte New York Evening Journal, Inc., Ser. No. 400,432, 163 M. D. 
326, July 31, 1939. 

5 Ex parte Thomas Taylor & Sons, Inc., Ser. No. 410,193, 163 M. D. 327, 
July 31, 1939. 
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Goods of Different Descriptive Properties 


Frazer, A. C.: Held that Zembey Miwa, of Tokyo, Japan, is 
entitled to registration of a representation of three interlinked rings 
as a trade-mark for soaps, especially toilet soap, and is also entitled 
to registration of the same mark for cod liver oil in the form of cap- 
sules, and concentrated cod liver oil, notwithstanding the prior 
registration of the same mark to P. Ballantine & Sons, for use in 
connection with ale, beer and other malt liquors, as well as non- 
alcoholic beverages. 

In affirming the decision of the Examiner of Trade-Mark Inter- 
ferences dismissing the opposition on the ground that the goods of 
the parties are not of the same descriptive properties, he said: 

I entertain the same opinion, and I think it is so manifestly correct as 
to require neither argument nor citation of authorities in its support. 

With reference to certain testimony adduced by opposer that in 
years gone by it had used the mark upon de-sizing material, which 
may have been of the same descriptive properties as applicant’s 
soap, he said: 


Such use, however, has been discontinued, nor was it alleged in the notice 
of opposition. Since 1934 opposer has applied its mark only to beer and ale.® 


Goods of Same Descriptive Properties 


Frazer, A. C.: Sustained the opposition of The Barber Com- 
pany, Inc., owner of the registered trade-mark “Utility” for roll 
roofing, to registration to The Celotex Corporation, of the same 
mark for structural fiber board. 

After noting that the only question in issue is whether the respec- 
tive goods are of the same descriptive properties, the Assistant 
Commissioner said: 

It is pointed out by applicant that roofing material and wall board differ 
considerably in structure and in use. They are, however, very closely re- 
lated; and I cannot escape the conviction that a contractor, being familiar 
with opposer’s roofing product, upon seeing or hearing of applicant’s fiber 


board bearing the same trade-mark would be quite likely to assume that 
the two items had a common source of origin. That the goods are of the 


®P. Ballantine & Sons v. Zembey Miwa, Opp’ns Nos. 16,701 and 16,702, 
163 M. D. 307, July 14, 1939. 
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same descriptive properties within the meaning of the Trade-Mark Act I 
have no doubt, and that their sale under identical marks would lead to 
confusion seems at least reasonably probable.’ 


Interference 


Van Arspate, A. C.: Affirmed the decision of the Examiner 
of Interferences dissolving the interference on the ground that 
registration to the senior party, Comfort Manufacturing Company, 
of Chicago, IIl., is barred by certain prior registrations issued on 
applications filed prior to the earliest dates of use stated in either 
of the applications in interference. 

With reference to the right of the junior party to registration 
of its mark, the Assistant Commissioner said: 


I also consider that for like reasons these same prior registrations are 
statutory bars to granting registration on the junior party’s application 
in interference. That the junior party now claims ownership of these 
registrations is immaterial, for the reason that the date of the assignment 
under which the junior party claims title to the prior registrations is sub- 
sequent to the filing date of the junior party’s application here involved.* 


Mackuin, F. A. C.: Held that applicant is not entitled to regis- 
ter the term “Her Majesty,” as a trade-mark for women’s and misses’ 
fur coats, fur neck pieces, cloth coats, cloth suits, dresses, blouses, 
in view of the prior ownership by opposer of two registrations of 
the term “Her Majesty,” one for woven silk underwear, and the 
other for women’s knitted, woven, and textile underwear of all kinds 
and bloomers, brassiéres, nightgowns, and pajamas. He also held 
that the registration was not barred on the ground that the term 


“Her Majesty” is the name of the opposer. 


In his decision, after referring to the two registrations above 
noted and discussing the testimony as to the ownership of these 


registrations by opposer, the First Assistant Commissioner said: 


‘The Barber Company, Inc. (by Change of Name, Barber Asphalt Cor- 
poration) v. The Celotex Corporation, Opp’n No. 17,292, 163 M. D. 311, 
July 17, 1939. 

’ Dew Cosmetics, Incorporated (Now by Change of Name, Vandy, 
Inc.) (Pearson Pharmacal Company, Inc., Assignee, Substituted)  v. 


Comfort Manufacturing Company, Int. No. 2988, 163 M. D. 318, July 21, 
1939. - 
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In any event, it seems clear to me that opposer, having shown the 
ownership of the registered marks for “Her Majesty,” and having stated 
that it is using them, has made out a prima facie case which has not been 
overcome, and it is of no concern and has little bearing upon the case be- 
fore me whether opposer uses other marks, and I do not find any reason 
to hold that opposer has abandoned the mark “Her Majesty” for use on its 
products. 


Then with respect to the likelihood of confusion in trade, he said: 


As to the confusion in trade-clause. I think that even though the goods 
are substantially different as to some articles and very likely of widely 
different sales price, particularly as between fur coats of the applicant 
and the underwear garments of the opposer, confusion in trade within the 
meaning of the statute may be very likely and may properly be presumed 
from the showing before me. 

The applicant bases its arguments primarily on the difference between 
the fur coats of applicant and the slips of the opposer; however, applicant’s 
description of the goods in its application includes “cloth coats, cloth suits, 
dresses, blouses.” Likewise a natural expansion of the opposer’s business 
would be to make some goods of the nature of those last named, and for 
the reasons given, and in view of the decisions cited below, I believe the 
goods are of the same descriptive properties within the meaning of the 
statute. 


With respect to the pertinency of the name clause of the trade- 
mark act, after noting that the Examiner of Interferences had held 
that the words “Her Majesty” are deemed to constitute the salient 


feature of opposer’s corporate name and to bar the registration by 


the applicant on the ground of likelihood of confusion, he said: 


With this holding I cannot agree. It may be that the words “Her 
Majesty” constitute the salient feature of opposer’s corporate name, but 
in my opinion it is not a clear and complete appropriation of a corporate 
name within the meaning of the name clause of the statute, and it has 
been held that the close relationship of the goods is not controlling in the 
consideration of alleged appropriation of a corporate name. See Duro 
Pump & Mfg. Co. v. California Cedar Products Co., 11 F. [2d] 205,56 App. 
D. C. 156 [16 T.-M. Rep. 87]. 9 


Non-Conflicting Marks 
Frazer, A. C.: Held that applicant is entitled to registration 
of the mark “Coolerator,’ displayed within a circle, for use on 
refrigerators, notwithstanding the existing registration to opposer 


® Her Majesty Underwear Co. v. Roberts, Opp’n No. 16,747, 163 M. D. 
292, June 16, 1939. 







































508 TWENTY-NINTH TRADE-MARK REPORTER 


of the mark “Kelvinator” applied to goods of the same descriptive 





properties. 
Concerning the question of similarity of the marks, the As- 
sistant Commissioner said: 


Upon authority of Borg-Warner Corporation v. Easy Washing 
Machine Corporation (C. C. P. A.), 104 F. (2d) 65 [29 T.-M. Rep. 326], 
and Kelvinator Corporation v. Norge Corporation, 25 C. C. P. A. 857, 94 F. 
(2d) 384 [28 T.-M. Rep. 135], I am constrained to agree with the Examiner 
that the trade-marks “Kelvinator” and “Coolerator” are not confusingly 
similar. 

In the Borg-Warner case, decided since the present appeal was argued, 
the Court of Customs and Patent Appeals held that “Spiralator” and 
“Rollator,” applied to goods of the same descriptive properties, were not 
so similar as to be likely to cause confusion; and in the Kelvinator case the 
same ruling was made with regard to the trade-marks “Aerolator” and 
“Kelvinator.” In both cases the court pointed out that the suffix “ator” is 
very common, and obviously is not the dominant feature of either mark. 
That is likewise true of the marks here under consideration, and certainly 
there is no confusing resemblance between the words “Cooler” and 
“Kelvin,”1° 





Non-Descriptive Terms 





Frazer, A. C.: Held that applicant is entitled to register, un- 
der the Act of 1905, the term “Flo-Warm” as a trade-mark for air- 
conditioning units. 

The ground of the decision is that while the mark may be highly 
suggestive, it is not descriptive of the goods within the meaning of 
the Trade-Mark Act. 

In his decision, after noting the Examiner's statement that the 
mark would mean that applicant’s apparatus produces a flow of 
warm air, and citing a number of prior decisions in support of that 
holding, the Assistant Commissioner said: 


In each of those cases, however, the mark was found to be intentionally 
descriptive, having been so used in advertising certain peculiar character- 
istics of the particular refrigerator to which it was applied. That situa- 
tion is not present in the instant case; and I am inclined to agree with 
applicant that the mark sought to be registered, while highly suggestive, is 
not so objectionably descriptive of its goods as to warrant rejection in the 
absence of opposition. “Flo-Warm” does not appear to be an expression 
that would normally be used to describe air conditioning units, and that 
an understanding of its suggestive meaning in relation to applicant’s goods 


10 Kelvinator Corporation (Nash-Kelvinator Corporation, Assignee, Sub- 
stituted) v. The Coolerator Company, Opp’n No. 16,360, 163 M. D. 306, 
July 14, 1939. 
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requires conscious exercise of the perceptive faculties is evidenced by the 
Examiner’s language above quoted.!! 


Mackin, F. A. C.: Held that Remington Rand, Ine. is entitled 
to registration of the mark “Security” as applied to index records, 
record holders and blank and printed cards, ete. 

In reversing the Examiner of Trade-Mark Interferences who 


had dissolved the interference on the ground that the notation 


“Security” is descriptive of applicant’s goods, he said: 


I cannot agree with the Examiner’s premise and conclusion in respect to 
the descriptiveness of “Security” as applied to the applicant’s index records, 
record holders, printed cards and sheets. 

The two registrations here involved describe the goods in a manner 
clearly indicating that record sheets may be bound in books, and it makes 
small difference to my mind whether they are permanently bound or tem- 
porarily bound in so-called loose leaf book binders. In any event, it may 
be assumed they are held or secured in some manner when in use. If 
record cards are buttoned to a holding means, does the word “Security” 
become more descriptive of those cards than it is of sheets or cards bound 
in books or in so-called loose leaf book binders? I cannot see how a special 
fastening means which allows easy removal and replacement would have the 
effect of making the word “Security” more descriptive than it is of sheets 
bound in books. I recognize that the applicant’s original selection of the 
word “Security” was to suggest that its removable cards would not easily 
become displaced. On the other hand, the word “Security” was selected by 
the registrants for suggestiveness under one of the other meanings of the 
word, and, incidentally, following the enactment of the Social Security Act. 
The applicant calls attention to the extensive definitions of the word 
“Security” and the various uses given in Webster’s and Funk and Wagnalls’ 
dictionaries. It is difficult for me to picture a prospective purchaser desir- 
ing some record cards or sheets asking his stationer or supplier for 
“Security” cards or sheets unless that were a trade-mark or trade-name 
designation of some specific article. 


On the question whether the applicant had a trade-mark use, 
and on the question of priority, he said: 


From the exhibits and the testimony, particularly Exhibit 7 and testi- 
mony of Remington Rand Ine. (record pages 44-45), I think the use of the 
labels applied to packages of cards is a trade-mark use. As to the question 
of priority, I am satisfied from the record that many years prior to the first 
use by thé senior registrant in 1936, Remington Rand, Inc. and its predeces- 
sors applied the word “Security” not only to cabinets and card holders, 
but to the visible record cards, and that such use has been continuous, and 
that it has been applied to millions of cards as stated by appellant’s wit- 
nesses. 


11 Ex parte The Williamson Heater Company, Serial No. 383,045, 163 
M. D. 291, June 16, 1939. 
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With respect to the contention of Security Press Corp. that the 
enactment of the Social Security Act and the fact that it is known 
by that name constitutes a bar to the registration of the mark by 
the applicant, he said: 


The passage of the act known as the Social Security Act does not, in 
my opinion, preclude the registration sought. Although it may be officially 
so known, and as stated in the code it may be properly cited as the 
“Social Security Act,” this does not in my opinion make the name “Security” 
one which may not be registered or which is precluded from registration 
under the name clause of the trade-mark statute. In any event, “Security” 
is not the full name of the act. Without the word “Social” the word 
“Security” as applied to a law might refer to any of many different forms 
of legislation from police codes to acts pertaining to banking or exchange. 
I see no question of public policy here involved.!” 


Van Arspate, A. C.: Affirmed the decision of the Examiner of 


Interferences dismissing a petition for cancellation of the registra- 
tion of the term “Glassips’’ applied to transparent drinking straws. 

With reference to petitioner’s contention that the term “Glas- 
sips’ is a mere contraction of the phrase “glass sippers” and is 
merely descriptive or deceptively misdescriptive of the transparent 
cellophane straws to which registrant applied the mark, the As- 
sistant Commissioner said: 


One meaning of the word “glass” is a substance having the appearance 
of glass, and I am inclined to agree with appellant that the term “glass 
sippers” is merely descriptive of transparent drinking straws. 

In my opinion the record fails to establish that persons referring to 
drinking straws or sippers by the word “sips” would be so understood, and 
it seems to me it would be improper to assume that the word “sips” would 
be recognized as an abbreviation for the word “sippers” or as denoting 
drinking straws. Accordingly, when I consider the word “Glassips” in its 
entirety as applied to transparent cellophane drinking straws I do not 
consider the word to be merely descriptive thereof, or to be deceptive or 
misdescriptive of these goods." 


Non-Geographical Term 


Frazer, A. C.: Denied a petition of Maiden Form Brassiere 
Company, Inc. that the Examiner of Interferences be required to 


12 Remington Rand, Inc. v. Security Thrift Supplies Corp. v. Henry P. 
Duncker (doing business as Security Press), Int. No. 2918, 163 M. D. 302, 
July 11, 1939. 

138 National Soda Straw Company v. Glassips Inc., Canc. No. 3312, 163 
M. D. 317, July 20, 1939. 
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render a decision on its motion for judgment on the record to 
cancel the registration of the mark “Ariel” issued to Holeproof 
Hosiery Co. 

With reference to petitioner’s statement that the term is the name 
of certain cities, municipalities, villages, towns, lakes, and the like, 
and that no amount of testimony can alter the fact that the term 
“Ariel” is merely geographical, the Assistant Commissioner said: 


Were the latter statement true, I would be inclined to agree with coun- 
sel that the motion for judgment should be granted and the case thus dis- 
posed of without more. But I am not convinced that it is necessarily true, 
nor do I think the rule against registration of geographical words is as 
absolute as counsel appears to contend. 


He then referred to his decision in Ex parte The Glidden Co., 
501 O. G. 872, in which he had held that the term “Alpha,” although 
the name of a small town in New Jersey, did not have sufficient 
geographical significance to prohibit its registration as a trade- 
mark, and said: 


Without prejudging the question here in issue, it would seem fair to say 
that the word “Ariel” may possibly fall within the same category. Cer- 
tainly, upon the showing before me I am unwilling to say, as a matter of 
law, that respondent’s mark has “a generally accepted geographical mean- 
ing.’’14 


Not a Trade-Mark 


Frazer, A. C.: Held that applicant is not entitled to register, 
under the Act of 1905, as a trade-mark for well reamers, an alleged 
mark consisting of painting certain parts of the article in contrast- 
ing colors. 

In his decision, after quoting the description of the mark as con- 
tained in the application for registration, the Assistant Commis- 
sioner said: 


In other words, the reamer shaft is painted blue and the reaming element 
is painted aluminum. This arrangement, in the Examiner’s opinion, does 
not result in a trade-mark, because the use of color is in no sense arbitrary, 
but is limited merely by the configuration of the goods. 


14 Maiden Form Brassiere Company, Inc. v. Holeproof Hosiery Co., Canc. 
3527, 163 M. D. 316, July 20, 1939. 
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Then after noting that applicant in its argument refers to the 
mark as “‘an aluminum band surrounding a blue reamer,” and calling 


attention to various paint marks that have been registered, he said: 


The property of such registrations is not here in question, but it may 
be observed that all of them are distinguishable from the instant applica- 
tion because applicant’s mark may not properly be described as comprising 
a band. All applicant has done is to color one element of its goods blue 
and another aluminum, and I agree with the Examiner that such use of 
color is without trade-mark significance. 


Proof of Ownership 


Frazer, A. C.: Denied a motion of Ostrex Company, Inc. that 

trade-mark registration No. 343,513, to Sylvain Rosengart be can- 
Ss . 
celled. 

After noting that Ostrex Company, Inc., had successfully op- 
posed the application of Euromerica Medical Products, Inc., for 
registration of the word “Optrex”’ as a trade-mark for a lotion for 
the eyes and that the applicant had in answer to the opposition 
pleaded ownership of the registration of the same word for similar 
goods to Rosengart now sought to be cancelled, the Assistant 
Commissioner said: 

Applicant, however, failed to prove such ownership; so that to grant the 
present motion would be in effect to cancel the registration of a stranger to 
the proceeding, without notice or opportunity to defend. 

Whether a registration owned by the losing party to an opposition 
proceeding may, under any circumstances, be cancelled on motion of the 


winning party, is a question which need not be determined here, and upon 
which I express no opinion.1® 


15 Ex parte Security Engineering Co., Inc., Ser. No. 401,032, 163 M. D. 
284, June 12, 1939. 


16 Ostrex Company, Inc. v. Euromerica Medical Products, Inc., Opp’n No. 
17,022, 163 M. D. 319, July 21, 1939. 








